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2009 Will Highlight the Mixed Heritage of Intellectual Property

BY STUART P. MEYER

A bipartisan quartet of senators and representatives held a press conference on March 3,
2009 announcing yet another push at patent law reform. Hearings commenced the following
week. The legislation amends provisions in the law relating to damages, review of granted
patents, venue for infringement actions and the like, and is in response to widespread and
ongoing concerns that our patent system is “broken.” However, the newly introduced bills
do not address some of the more fundamental issues that continue to stymie those who

rely on our intellectual property system. Just a couple of recent examples make clear that
more than a superficial tune-up is required to achieve a truly robust system that provides the
appropriate balance of benefits and burdens.

On January 13, 2009, the Federal Circuit issued a decision that “barred at the threshold”
the claims of a patent because they were directed to unpatentable subject matter. /nre
Comiskey, 2006-1286, 2009 U.S. App. LEXIS 400 (Fed. Cir. 2009). The court based its
decision on the Founding Fathers’ recognition that the 1623 English Statue of Monopolies
curtailed the Crown’s practice of “granting monopolies to court favorites in goods or
businesses.” One judge writing in dissent countered that the prohibited “patents” were
patronage grants and other “odious monopolies,” utterly different than the “invention”
patents that stayed in place after 1623. Because the same word—*“patent”—was used for two
very different concepts four centuries ago, a huge swath of modern innovation is excluded
from protection. In another case, Bilski v. Doll, a petition for writ of certiorari was filed
with the Supreme Court on January 28, 2009 asking the Court to revisit what qualifies as a
patentable invention.

If the provenance and basic nature of patent protection is so unclear, what of the other
forms of intellectual property? Patents and copyrights are both expressly recognized in the
Constitution, but there is no reference to trademarks or trade secrets. Review of intellectual
property law shows that they emanate not from a unitary theme, but from an amalgam of
diverse and sometimes conflicting interests, which has led to difficulty in drawing the best
legislative balance and in making appropriate judicial interpretations.

To illustrate, a tenet of U.S. patent law is the quid pro quo that rewards inventors for teaching
the public about their inventions. Trade secret law, which developed under a very different
path relating to commercial morality, instead rewards those who take “reasonable measures”
to keep their information secret. Trade secrecy has a legacy of state common law, while

patents are creatures of federal statutes.

Even within the federal schemes, vast differences exist. The United States Patent and
Trademark Office resides under the Department of Commerce, an executive branch agency,
while the United States Copyright Office is part of the Library of Congress, a legislative branch
entity. Thus, copyright rules emanate from the Copyright Office, but international copyright
aspects, being the subject of treaties entered into by the executive branch, may be studied
and analyzed by the Patent and Trademark Office. While patent and copyright laws both
arise from the same clause of the Constitution, the fact that they have not otherwise shared
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