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The materials and information provided in this resource guide are for information and educational purposes only. They are not offered as, and do not

constitute, legal advice. They are not being provided in the context of an attorney-client relationship and are not intended to address any set of facts

or issues specific to any client or prospective client. Nor does receipt of these materials create an attorney-client relationship with Fenwick & West
LLP.

January 2005

Welcome to Fenwick & West’s first annual Patent Law Year in Review
program! The firm’s patent prosecution and patent litigation attorneys are
excited to share their collective expertise and experience to this unique
MCLE seminar where we review patent law highlights from 2004 and
consider what it means in 2005 and beyond.

As part of our program, we have prepared this workbook as an additional
resource for your use after the program. The materials include:

• Program Agenda
• MCLE Certificate
• Program Presentations
• Patent Law Articles Published by Fenwick & West Attorneys in 2004

There are many other useful articles and resources on our firm’s Web site,
www.fenwick.com, covering diverse legal and business subjects pertinent
to patent prosecution, counseling, licensing and litigation. If you would like
additional copies of any of these materials, please contact Rob Kahn at
650-335-7616 or rkahn@fenwick.com.

We hope you enjoy the program and look forward to meeting many of you
at the program.

Sincerely,

Your Program Co-Chairs

Rajiv Patel Henry Su
Partner, Patent Group Partner, Litigation Group



PROGRAM AGENDA
 

I.  Key Patent Law Developments
 
A.                 Claim Construction

 
A discussion of Phillips v. AWH Corp., No. 03-1269, -1286 (July 21, 2004 (order)), and
related claim construction law developments. N.B.: the Phillips case has been
scheduled for oral argument en banc on February 8, 2005, at 10:00 a.m.

 
B.                 Written Description

 
A discussion of University of Rochester v. G.D. Searle & Co., No. 03-1304 (Feb. 13,
2004; July 2, 2004 (order)), and In re David Wallach, No. 3-1327 (Aug. 11, 2004),
regarding the written description requirement in litigation and prosecution

 
C.                 Prior Art

 
A discussion of In re Klopfenstein, No. 03-1583 (Aug. 18, 2004), regarding printed
publications under 35 U.S.C. § 102(b)

 
-- 10 minute break --

 
D.                 Prosecution History Estoppel

 
A discussion of Honeywell International Inc. v. Hamilton-Sundstrand Corp., Nos. 02-
1005, -1082 (June 2, 2004), regarding the scope of prosecution history estoppel

 
E.                 Extraterritoriality

 
A discussion of four cases, International Rectifier Corp. v. Samsung Electronics Co.,
Ltd., Nos. 02-1324, -1334, -1370, -1428, 03-1046 (Mar. 18, 2004); Kinik Co. v.
International Trade Commission, No. 02-1550 (Mar. 25, 2004); Pelligrini v. Analog
Devices, Inc., No. 04-1054 (July 8, 2004); and NTP, Inc. v. Research in Motion, Ltd.,
No. 03-1615 (Dec. 14, 2004), which raise a number of issues relating to
extraterritorial acts

 
F.                  Potpourri of Litigation Issues

 
A discussion of five cases, Sulzer Textil A.G. v. Picanol N.V., Nos. 02-1410, -1441
(Feb. 17, 2004); Laboratory Corp.  v. Chiron Corp., No. 03-1572 (Sept. 30, 2004);
Capo, Inc. v. Dioptics Med. Prods., Inc., No. 04-1045 (Oct. 25, 2004); In re Violation
of Rule 28(c), Misc. No. 774 (Nov. 5, 2004); and Centricut, LLC v. Esab Group, Inc.,
Nos. 03-1574, -1614 (Dec. 6, 2004), which raise a number of litigation-related issues

 

-- 10 minute break –

 



II.  Practice Before the United States Patent and Trademark Office(USPTO)
 
A.                 Cooperative Research and Technology Enhancement (CREATE) Act of 2004

 
A discussion of the recent amendment of 35 U.S.C. § 103(c) (Dec. 10, 2004), which
abrogates the rule in OddzOn Prods., Inc. v. Just Toys, Inc. (Fed. Cir. 1997)

 
B.                 Appellate Practice Before the USPTO

 
A discussion of the new rules of appellate practice and procedure before the USPTO’s
Board of Patent Appeals and Interferences, 69 Fed. Reg. 49959 (effective Sept. 13,
2004)

 
C.                 New USPTO Fee Structure for Filing and Prosecution

 
A discussion of changes to patent fees under the Consolidated Appropriations Act,
2005 (Dec. 8, 2004)

 
D.                 New USPTO Office Practice Rules for 2004

 
A discussion of other 2004 rule changes for practice before the USPTO

 
E.                 Update on Inter Partes Reexamination

 
An update from the USPTO on the progress and issues of Inter Partes Reexamination
as required by the American Intellectual Property Act of 1999.

 
F.                 Electronic Files and Filing in the USPTO

 
A discussion of the USPTO’s transition towards electronic files and electronic filing

 
-- 10 minute break --

 
III.  Ethics Highlights in Patent Law from 2004
 
A.                 Opinions of Counsel

 
A discussion of Knorr-Bremse Systeme Fuer Nutzfahrzeuge GmbH v. Dana Corp., Nos.
01-1357, -1376, 02-1221, -1256 (Sept. 13, 2004), concerning opinion letters in
defense of willful infringement

 
B.                 Rule 11 Issues in Patent Litigation

 
A discussion of Q-Pharma v. The Andrew Jergens Company, No. 03-1184 (Mar. 8,
2004), concerning Rule 11 obligations associated with patent infringement suits

 
C.                 Inequitable Conduct

 
A discussion of the doctrine of inequitable conduct and its application in the context of
Hoffman-La Roche, Inc. v. Promega Corp., 323 F.3d 1354 (Fed. Cir. 2003), and the
subsequent decision on remand, No. C 93-1748 VRW (May 13, 2004)

 
D.                 Non-Publication Requests

 
A discussion of requests for non-publication and how international filings impact them.
See Chapter 11 of May 2004 MPEP

-- Adjourn --
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Program Chairs:

Rajiv Patel, Partner, Patent Group

Henry Su, Partner, Litigation Group

January 13, 2005

1

Agenda

nKey Patent Case Law Developments in 2004

nPatent Practice Before the U.S. Patent and 
Trademark Office

nEthics Highlights in Patent Law in 2004

The remarks, materials and other information provided in 
this program are for informational and educational purposes 
only. They are not offered as, and do not constitute, legal 
advice because they are not provided in the context of an 
attorney-client relationship and are not intended to address 
any set of facts or issues specific to a particular client. The 
receipt of materials from this program does not create an 
attorney-client relationship.

Key Patent Case Law 
Developments in 2004

Claim Construction

Written Description

Prior Art

Prosecution History Estoppel

Extraterritoriality

Potpourri of Litigation Issues
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Claim Construction
Phillips v. AWH Corp.

Daniel Johnson, Jr. and 
Michael Sacksteder

4

Claim Construction: 
Phillips v. AWH Corp.

nBackground 

“Panel split” among Federal Circuit judges 
concerning proper approach to claim 
construction.

Two factions:

• Dictionary disciples;

• Contextualists.

Federal Circuit granted rehearing en banc to 
resolve this dispute.

5

Claim Construction: 
Phillips v. AWH Corp.

nDictionary disciples:

“Ordinary meaning” (usually based on definition from 
technical or general usage dictionary) controls unless:

• Patentee acted as “own lexicographer” or

• Intrinsic evidence contains “words or expressions of 
manifest exclusion or restriction, representing a clear 
disavowal of claim scope.”

nIf multiple definitions, all definitions that are 
consistent with intrinsic record apply.

nTexas Digital Sys., Inc. v. Telegenix, Inc., 308 
F.3d 1193 (Fed. Cir. 2002) (Judge Linn).
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6

Claim Construction: 
Phillips v. AWH Corp.

nContextualists:

More liberal approach to meaning derived from 
specification and prosecution history.

Specification as a whole can make it clear that 
a term has a meaning that is narrower or 
broader than its ordinary meaning.

Tends to lead to narrower constructions, 
favoring accused infringers.

Alloc, Inc. v. Int'l Trade Comm'n, 342 F.3d 
1361, 1370 (Fed. Cir. 2003) (Judge Rader).

7

Claim Construction: 
Phillips v. AWH Corp.

nThe OK Corral:

Phillips v. AWH Corp., 376 F.3d 1382 (Fed. Cir. 
July 21, 2004).

Federal Circuit granted rehearing en banc “in 
order to resolve issues concerning the 
construction of patent claims raised by the 
now-vacated panel and majority and dissenting 
opinions.”

Parties (and amici) invited to submit briefs 
relating to questions on 7 issues.

8

Claim Construction: 
Phillips v. AWH Corp.

nPhillips court’s questions (abridged):

“Is the public notice function of patent claims 
better served by referencing primarily to 
technical and general purpose dictionaries and 
similar sources to interpret a claim term or by 
looking primarily to the patentee's use of the 
term in the specification? If both sources are to 
be consulted, in what order?”
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9

Claim Construction: 
Phillips v. AWH Corp.

nPhillips court’s questions (cont.):

If dictionaries are primary source for claim 
interpretation, should specification limit claim 
scope only when patentee was own 
lexicographer or when specification reflects 
clear disclaimer of scope?

What dictionaries should be used (technical vs. 
general purpose)?

What happens if there are multiple dictionary 
definitions?

10

Claim Construction: 
Phillips v. AWH Corp.

nPhillips court’s questions (cont.):
If specification is primary source for claim 
interpretation, what use (if any) should be 
made of dictionaries?

Should scope be limited to single disclosed 
embodiment when no other indications of 
breadth are disclosed?

Should the two methodologies be treated as 
complementary methodologies creating a dual 
limitation on claim scope, where patentee must 
satisfy both methodologies to establish 
coverage it seeks?

11

Claim Construction: 
Phillips v. AWH Corp.

nPhillips court’s questions (cont.):

When, if ever, should claim language be 
narrowly construed solely to avoid invalidity?

What roles should prosecution history and 
expert testimony by one of ordinary skill play 
in determining meaning of claims?

Is it appropriate for Federal Circuit to accord 
any deference to any aspect of trial court claim 
construction rulings? If so, what aspects? In 
what circumstances? To what extent?
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12

Claim Construction: 
Phillips v. AWH Corp.

nJudge Rader’s eighth question in 
concurrence:

Is claim construction amenable to resolution by 
resort to algorithmic rules?

“Or is claim construction better achieved by 
using the order or tools relevant in each case … 
thus entrusting trial courts to interpret claims 
as a contract or statute?”

13

Claim Construction: 
Phillips v. AWH Corp.

nJudge Mayer’s dissent:

“Until the court is willing to reconsider its holdings … that 
claim construction is a pure question of law subject to de 
novo review in this court, any attempt to refine the 
process is futile. Nearly a decade of confusion has 
resulted from the fiction that claim construction is a 
matter of law, when it is obvious that it depends on 
underlying factual determinations which, like all factual 
questions if disputed, are the province of the trial court, 
reviewable on appeal for clear error. To pretend 
otherwise inspires cynicism. Therefore, and because I am 
convinced that shuffling our current precedent merely 
continues a charade, I dissent from the en banc order.”

14

Claim Construction: 
Phillips v. AWH Corp.

nDozens of amicus briefs;

nOral argument scheduled for February 8, 
2005;

nOpinion could take months after oral 
argument;

nSo what do we do until we know what 
we’re supposed to do?
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15

Claim Construction: 
Phillips v. AWH Corp.

nReading the tea leaves – Federal Circuit’s 
post-en banc, pre-decision opinions:

C.R. Bard, Inc. v. United States Surgical Corp., 
388 F.3d 858 (Fed. Cir. Oct. 29, 2004);

NTP, Inc. v. Research in Motion, Ltd., No. 03-
1615, 2004 U.S. App. LEXIS 25767 (Fed. Cir. 
Dec. 14, 2004).

16

Claim Construction: 
Phillips v. AWH Corp.

nC.R. Bard v. United States Surgical
Written by Judge Michel (Became Chief Judge on 
December 25, 2004).

Attempts to limit Texas Digital:

• “Bard cites these cases [Texas Digital and its progeny]
in a failed attempt to contend that dictionary 
definitions somehow trump or override the intrinsic 
record in determining the meaning of a claim term.”

• “Like the many other litigants who have advanced 
such a position, Bard extracts dicta from these cases 
that is taken out of context.”

• “Bard fails to recognize that the holding of Texas 
Digital Systems is narrow.”

17

Claim Construction: 
Phillips v. AWH Corp.

nC.R. Bard v. United States Surgical (cont.)

Then purports to apply Texas Digital analysis:

• [E]ven under the cases Bard cites, the ordinary and 
customary meaning of a term does not govern if the 
intrinsic record contains clear lexicography or 
disavowal of claim scope.

Finds “lexicography” or “disavowal” in specification and 
prosecution history:

• Abstract;

• Summary of Invention;

• Preferred embodiment.



Fenwick & West - Patent Law | Year in Review 2004 (and into 2005)

January 13, 2005
7

18

Claim Construction: 
Phillips v. AWH Corp.

nNTP v. RIM (we’ll cover another aspect of this case later on):

Written by Judge Linn (leader of dictionary 
disciples)

BUT:

Makes no reference to Texas Digital v. Telegenix

• Arguably moves toward more contextualist approach

• “Words often have different meanings to different 
people and in different contexts, accounting for the 
multiple ordinary meanings found in dictionaries. 
Thus, the meaning of the words used in the claims 
must be discerned not merely from relevant 
dictionaries but from the context of the written 
description as examined through the viewing glass of 
a person skilled in the art.”

19

Claim Construction: 
Phillips v. AWH Corp.

nPractice Notes

Don’t pretend the law is settled

•Acknowledge the dispute and pending 
Phillips ruling

• If opponent doesn’t do so, point the 
omission out to the court

Rely on post-en banc opinions if possible

Keep an eye out for additional opinions

Written Description
University of Rochester v. G.D. 

Searle & Co.

In re David Wallach

Michael Shuster, Ph.D. and 
Narinder Banait, Ph.D.



Fenwick & West - Patent Law | Year in Review 2004 (and into 2005)

January 13, 2005
8

21

Written Description: 
Univ. of Rochester v. G.D. Searle & Co.

nOverview

Appeal from U.S. District Court for the Western 
District of New York. 

Federal Circuit affirmed the district court 
decision that patent for method of treatment 
was invalid. 

Written description requirement of 35 USC § 
112 not met.

22

Written Description: 
Univ. of Rochester v. G.D. Searle & Co.

nBackground 

University of Rochester researchers 
discovered/characterized COX-2

Determined:

• Different expression pattern cf. COX-1;

• “Desirability” of specifically inhibiting COX-2;

• Developed assay for identifying COX-2 
inhibitors.

23

Written Description: 
Univ. of Rochester v. G.D. Searle & Co.

nBackground 
Assay screening results included in patent did 
not include any compounds that specifically 
identified COX-2.

PTO allowed method of treatment claim based 
on specific COX-2 inhibition.

Rochester sues Pfizer for sales of COX-2 
inhibitor (former blockbuster) drug Celebrex. 

District Court holds method of treatment claims 
invalid.

Appealed to Federal Circuit, which affirmed.
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24

Written Description: 
Univ. of Rochester v. G.D. Searle & Co.

nArguments.
Pfizer argued method of treatment claims failed written 
description (WD) requirement because patent included 
no description of compounds useful for practicing claimed 
method.

Rochester asserted that it was “in possession” of method 
of treatment invention because it had an assay to 
identify compounds useful for practicing method. Only 
ordinary skill would be required to find such compounds 
once assay became available. 

The court agreed with Pfizer:

• If there was insufficient WD to support a claim to a 
compound, then insufficient WD to support claim that 
requires use of such a compound.

25

Written Description: 
Univ. of Rochester v. G.D. Searle & Co.

nPractice Notes

De facto actual reduction to practice standard 
for “unpredictable” arts.

Target identification/validation alone will not 
support method of treatment claims.

Identify leads before filing to maximize 
strength of protection.

26

Written Description: In re Wallach

nOverview

Appeal from a decision of the USPTO Board. 

The Federal Circuit affirmed the rejection of the 
claims directed to isolated DNA molecules 
encoding TNG binding protein II (protein). 

Written description requirement of 35 USC § 
112 not met.
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27

Written Description: In re Wallach

nBackground 

Wallach purified protein.

Determined:

• Partial physical properties.

• Function.

28

Written Description: In re Wallach

nBackground

Two applications filed:

• Proteins.

• DNA encoding proteins.

Protein claims allowed.

DNA claims rejected under 35 U.S.C. § 112 by 
PTO.

Appealed to the Board, which affirmed.

Appealed to Fed Cir., which affirmed.

29

Written Description: In re Wallach

nWallach asserted protein was adequately described in 
the specification, therefore, DNA encoding the proteins 
were adequately described in the specification.

nPTO countered specification did not include the complete 
amino acid sequence of the proteins nor any actual DNA 
sequences, and it disclosed only ~5% of the protein 
sequence.

nThe court noted “the state of the art has developed such 
that the complete amino acid sequence of a protein may 
put one in possession of the genus of DNA sequences 
encoding it,” but appellants had not disclosed the 
complete amino acid sequence of protein.
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30

Written Description: In re Wallach

nPractice Notes:
In flux–emphasis on specification rather than looking for 
extrinsic evidence.

Make it or Fake it.

Ideally file application after actual reduction to practice.

• 1) partial sequence + function ⇒ claims to protein.

• 2) complete sequence ⇒ claims to nucleic acids 
generically.

• 3) can file 2 after 1.

• 4) 1 + bioinformatics ⇒ claims to nucleic acids.

In 2005, watch for Merck v. Integra in the U.S. Supreme 
Court => relates to “experimental use” exception for 
drug development.

Prior Art
In re Klopfenstein

Darren Donnelly

32

Prior Art: In re Klopfenstein

nBackground — Appeal of USPTO Rejection 

Two years before filing, inventors present on topic

• 14-slide poster presentation

• Displayed for a total of 3½ days at a technical 
conference and university agriculture experiment 
station

• Slides included all elements of claims

Claims rejected — “printed publication” bar

• USPTO Board affirms and inventors appeal to Federal 
Circuit

Federal Circuit affirms — all claims barred
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33

Prior Art: In re Klopfenstein

n Issue: Is the display a “printed publication”? 

Inventors argue that display not enough:

• No copies handed out

• No evidence of any copying / photographs

Past cases on issue focused on:

• Dissemination of copies of presentation

• Cataloging / indexing of publication 

– Topical indexing of publications sufficient

– Undergraduate thesis defense with only author 
index insufficient

34

Prior Art: In re Klopfenstein

nFederal Circuit holds the display is a 
“printed publication” 

“[T]he key inquiry is whether or not a 
reference has been made ‘publicly accessible.’”

Distribution and indexing are proxies.

Case-specific inquiry.

Federal Circuit sets out multi-factor test.

35

Prior Art: In re Klopfenstein

nFactors for analyzing a temporarily 
displayed reference:
1. Length of time the display was exhibited.

2. The expertise of the target audience.

3. The existence (or lack of) reasonable 
expectations that the material displayed would 
not be copied.

4. Simplicity or ease with which the material 
displayed could have been copied.

Not exclusive list.
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36

Prior Art: In re Klopfenstein

n1. Length of time the display was exhibited
The opportunity of the public to capture, 
process and retain the information conveyed by 
the reference is the important inquiry.

3 days is “an extended period of time.”

37

Prior Art: In re Klopfenstein

n2. The expertise of the target audience
For determining how easily those who viewed it 
could retain the displayed material.

Displays targeted to interested people skilled in 
the field can count even if only ephemeral.

Peers in relevant field likely qualify.

38

Prior Art: In re Klopfenstein

n3. Reasonable expectations that material 
displayed would not be copied

“Where professional and behavioral norms 
entitle a party to a reasonable expectation that 
the information displayed will not be copied, we 
are more reluctant to find something a ‘printed 
publication.’”

Federal Circuit concerned with preserving the 
incentive for inventors to participate in 
academic presentations or discussions.

Protective measures can reduce opportunity for 
public to copy temporarily posted information.
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39

Prior Art: In re Klopfenstein

nProtective measures listed by
Federal Circuit:

License agreements.

Non-disclosure agreements.

Anti-copying software.

A simple disclaimer informing members of the 
viewing public that no copying of the information 
will be allowed or countenanced.

Considered insofar as they create a reasonable 
expectation of no copying.

40

Prior Art: In re Klopfenstein

n4. Simplicity or ease with which material 
displayed could be copied

Importance is if members of the public can 
effectively capture its information. 

Learn it by rote or take notes adequate enough 
for later reproduction.

Easy to grasp novel aspect of invention from a 
few slides.

41

Prior Art: In re Klopfenstein
Practice Notes

nPractice Notes

Conventional poster session presentations at 
conferences likely will bar patent rights.

Business practice/meetings outside a company.

• Use measures to protect confidentiality and 
set expectations.

• Sign and retain NDAs.

• Disclaimer helpful but almost surely not 
dispositive.
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42

Prior Art: In re Klopfenstein
Practice Notes

Invention disclosure programs

• Evaluate invention disclosure procedures for revealing 
circumstances of presentations.

• Duty of disclosure may require providing to USPTO.

Academic safe-harbors?

• Ordinary meetings around academic departments 
likely within safe-harbor.

• Quasi-commercial likely warrants more caution.

– Presentations to industry sponsors.

– Faculty simultaneously consulting privately and 
working at university.

43

Prior Art: In re Klopfenstein
Practice Notes

nLitigation Practice Notes
Investigate presentations during discovery. 

Potential fodder for allegations of inequitable 
conduct.

Summary judgment is available. 

• “Printed publication” is a question of law 
when facts not in dispute.

• Behavioral norms and expectations may 
create dispute.

Prosecution History 
Estoppel

Honeywell International v. 
Hamilton-Sundstrand Corp.

Heather Mewes
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45

Prosecution History Estoppel (PHE): 
Honeywell v. Hamilton-Sundstrand

nOverview
Festo presumption that prosecution history 
estoppel applies if:

• The patentee made an amendment during 
prosecution which narrowed the literal scope 
of a claim; and 

• The amendment was made for a substantial 
reason relating to patentability.

Honeywell addresses what constitutes a 
“narrowing amendment” – particularly in the 
context of a rewritten dependent claim

46

PHE: Honeywell v. Hamilton-Sundstrand 

nBy way of example, sample claims as 
originally filed:

1. An apparatus comprising:

• (a) a gizmo; and

• (b) a widget. 

2. The apparatus as claimed in claim 1, further 
comprising:

• (c) a thingamajig.

47

PHE: Honeywell v. Hamilton-Sundstrand 

nBy way of example, a sample claim 2 as 
amended:

2. An apparatus comprising:

• (a) a gizmo; 

• (b) a widget; and 

• (c) a thingamajig.
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48

PHE: Honeywell v. Hamilton-Sundstrand 

nSo, what does this mean?

Federal Circuit holds that presumption of 
surrender applies.

• “[T]he fact that the scope of the rewritten claim 
has remained unchanged will not preclude the 
application of prosecution history estoppel if, by 
canceling the original independent claim and 
rewriting the dependent claims into independent 
form, the scope of subject matter claimed in the 
independent claim has been narrowed to secure 
the patent.” (Emphasis added).

49

PHE: Honeywell v. Hamilton-Sundstrand 

nSo, what does this mean?

Honeywell could have an extraordinarily broad 
application.

In particular, the Federal Circuit’s analysis in 
Honeywell could be read to apply presumption 
of surrender to any case where a broader claim 
is rejected and a narrower claim objected to, 
but otherwise allowable if re-written in 
independent format – even though there has 
been no amendment at all to the objected to 
claim.

50

PHE: Honeywell v. Hamilton-Sundstrand
Practice Notes 

nPractice Notes:

Consider prosecution of narrow claims first;

Use different language in different independent 
claims;

Instead of rewriting objected to claims, amend 
those claims to capture entire scope up to prior 
art.

Instead of rewriting objected to claims, draft 
new claims up to scope of prior art.
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Extraterritoriality
NTP, Inc. v. Research in Motion, Ltd. 

International Rectifier Corp. v. Samsung 
Electronics Co., Ltd.

Pelligrini v. Analog Devices, Inc.

Kinik Co. v. International Trade Comm’n

Henry Su

52

Extraterritoriality: Overview

nBedrock principle: U.S. patent laws have no 
extraterritorial reach:

Deepsouth Packing case;

35 USC § 271(a);

Plus a few statutory refinements.

nGlobalization of the economy: 

While the United States still remains a major 
market, not everything associated with a 
particular product or service is performed or 
located here.

53

Extraterritoriality: 
Four Federal Circuit Cases in 2004

nNTP, Inc. v. Research in Motion, Ltd., (Fed. Cir. 
Dec. 14, 2004)

nInternational Rectifier Corp. v. Samsung Elecs. 
Co., Ltd., (Fed. Cir. Mar. 18, 2004)

nPellegrini v. Analog Devices, Inc., (Fed. Cir. July 
8, 2004)

nKinik Co. v. ITC, (Fed. Cir. Mar. 25, 2004)

nEach of these cases illustrates the increasing 
prevalence and importance of extraterritoriality 
issues in patent infringement litigation.
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54

Extraterritoriality: 
Patent Infringement is a Tort

nKey to analyzing any extraterritoriality 
issue is to remember that patent 
infringement is a tort.

nSo it is the tort (i.e., making, using, 
offering to sell, selling) that must take 
place within the U.S., or else another 
subsection of 35 USC § 271 must apply.

nIt is not enough that the patentee suffers 
some economic injury in the U.S. from the 
alleged infringement.

55

Extraterritoriality: 
NTP v. RIM

nKEY FACTS: RIM’s accused BlackBerry system pushes 
emails from user email system to handheld device over 
wireless network Central to system is the BlackBerry
Relay, which translates and routes the messages from user 
email systems to partner wireless networks

nARGUMENT: BlackBerry Relay is located in Canada, and 
therefore not all of the steps of allegedly infringing activity 
are performed in U.S., and not all of the components of 
allegedly infringing system are located in U.S.

nHOLDING: WRONG -- “Even though one of the accused 
components in RIM’s BlackBerry system may not be 
physically located in the United States, it is beyond dispute 
that the location of the beneficial use and function of the 
whole operable system assembly is the United States.”

56

Extraterritoriality: 
NTP v. RIM

nSo, what does this mean?
Focus is on the location of the infringement—in 
this case, use of the accused BlackBerry
system—and not on where some of the 
components of that system may happen to be.

Cf. Decca Ltd. v. United States, 544 F.2d 1070 
(Ct. Cl. 1976) (accused Omega navigation 
system with master control station in U.S. and 
transmitter station in Norway).

Formulation of the “beneficial use and function” 
test – as a practical matter, where is the 
claimed invention being used?
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57

Extraterritoriality: 
International Rectifier v. Samsung

nKEY FACTS: International Rectifier (IR) obtained 
permanent injunction against Samsung for infringement re 
semiconductor transistor devices, carving out products 
made by Samsung’s South Korea foundry for IXYS based on 
IXYS designs IXYS wanted Samsung to import these 
products into U.S. but Samsung refused Instead, 
Samsung sold uncut, unpackaged wafers to IXYS German 
subsidiary, and IXYS finished and sold them to markets 
including U.S.

nARGUMENT: Samsung violated injunction by making wafers 
for IXYS, which IXYS then sold in U.S.; although Samsung’s 
activities did not take place within U.S., IXYS’s conduct 
should be imputed to Samsung

nHOLDING: WRONG, because the law does not recognize a 
conspiracy to infringe and the Samsung-IXYS fabrication 
agreement “pertains only to the manufacture and delivery 
of IXYS-designed devices outside of the United States.”

58

Extraterritoriality: 
International Rectifier v. Samsung

nSo, what does this mean?
Liability for patent infringement requires actual 
participation in the commission of the tort.

Activities that are wholly extraterritorial cannot 
be the subject of an injunction or a contempt 
order, even if those activities ultimately result 
in downstream products that enter the U.S.

IXYS’s independent activities cannot be 
attributed to Samsung, and Samsung’s 
knowledge or awareness of IXYS’s activities is 
not enough to support an allegation of 
collusion.

59

Extraterritoriality: 
Pellegrini v. Analog Devices

nKEY FACTS: Section 271(f) prohibits the supply in or 
from U.S. of all or a substantial portion of the components 
of a patented invention, so as to induce an infringing 
combination outside U.S.  Manufacturers therefore cannot 
avoid the patent laws by manufacturing components here 
and then having them assembled abroad

nARGUMENT: Section 271(f) applies to Analog, which 
designs accused ADMC chips for brushless motors in U.S., 
even though it has them manufactured outside U.S. and 
sold and shipped to customers outside U.S.

nHOLDING: NO, section 271(f) does not apply, based on its 
literal language, which requires the presence of the accused 
ADMC chips within the territorial borders of U.S.
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60

Extraterritoriality: 
Pellegrini v. Analog Devices

nSo, what does this mean?

It does not matter that Analog is headquartered in U.S., 
designs and develops the accused chips in U.S., and 
orchestrates their production, testing, sale and distribution 
from U.S.; supply of instructions and corporate oversight 
from the U.S. is not infringement.

What matters is the location of the claimed infringement, in 
this case – the physical presence of the accused chips in 
U.S. and their subsequent supply abroad for assembly.

Foolhardy for Pellegrini not to have obtained foreign patent 
protection: “Analog also points out that Pellegrini made a 
deliberate decision not to seek foreign patent protection for 
the invention claimed in the ‘069 patent, and he is bound by 
the obvious and foreseeable consequences of that decision.”

61

Extraterritoriality: 
Kinik v. ITC

nKEY FACTS: Section 271(g) prohibits importation or the 
offer to sell, sale or use within U.S. of a product made by a 
process patented in U.S.; in other words, one cannot avoid 
infringement of patented process by practicing that process 
abroad Couple of exceptions: the product (1) is 
materially changed by subsequent processes, or (2) 
becomes a trivial and nonessential component of another 
product  3M asked ITC to initiate a section 337(a) action 
against Kinik, which was importing abrasive articles made 
in Taiwan allegedly using 3M’s patented process

nARGUMENT: Exceptions to Section 271(g) infringement do 
not apply in section 337(a) actions because legislative 
history of section 271(g) makes it clear that it would not 
deprive patentee of section 337(a) remedies

nHOLDING: CORRECT; give due deference to ITC as agency 
charged with administering Tariff Act

62

Extraterritoriality: 
Kinik v. ITC

nSo, what does this mean?

Section 271(g) was added by amendment to 
give process patent owners a new remedy, but 
without affecting existing remedies.

Remedy of an exclusion order under section 
337(a) of the Tariff Act, 19 USC § 1337(a), 
remains a powerful remedy even there are 
imports that can be enjoined.
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63

Extraterritoriality – Practice Notes

nLocation, location, location

nRead the statute

nThere is always the ITC (for unfair 
imports)

nUSA v. ROW

Foreign patent protection

Drafting claims that cover U.S. conduct

Potpourri of Other 
Litigation Issues
Sulzer Textil A.G. and Sulzer Textile, Inc. 

v. Picanol N.V

Centricut, LLC v. ESAB Group, Inc.

Capo, Inc, v. Dioptics Medical Products, Inc.

Laboratory Corp. of America Holdings 
v. Chiron Corp

David Hadden

65

Sulzer Textil A.G. and Sulzer Textile, Inc. 
v. Picanol N.V.

nBackground

Patents in suit involved air jet weaving of 
fabric.

District Court construed disputed claim terms 
prior to trial.

District Court failed to instruct jury on claim 
construction (huh?).
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66

Sulzer Textil A.G. and Sulzer Textile, Inc. 
v. Picanol N.V.

nOn appeal, the Federal Circuit rules:
Error not to instruct the Jury on claim construction:

• If claim terms were disputed at any point in the 
case.

• Court resolved dispute and construed claim term.

• District Court must instruct Jury.

• Jury is not free to consider its own meanings.

Harmless Error?!

• “Upon examination of the entirety of the 
proceedings . . .”

• The evidence presented at trial “reflected” the 
court’s claim construction.

• Bends over backwards to avoid undoing a jury 
verdict. 

67

Centricut, LLC v. ESAB Group, Inc.

nBackground
Patent involved welding electrode.

Key claim element involved relative “work 
function” of two materials.

Pseudo-chemical property related to the energy 
required to free an electron.

Plaintiff had no expert, relied on in-house folks 
who equated “work function” with electrode 
longevity.

District court after a bench trial bought the 
theory and found for Plaintiff.

68

Centricut, LLC v. ESAB Group, Inc.

nAt the Federal Circuit:

Reversed District Court.

No per se rule, but “[s]uffice it to say that in a 
case involving complex technology, where the 
accused infringer offers expert testimony 
negating infringement the patentee cannot 
satisfy its burden of proof by relying on 
testimony from those who are admittedly not 
expert in the field.”

Subtext: Federal Circuit is more willing to 
reverse after a bench trial.
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69

Capo, Inc, v. 
Dioptics Medical Products, Inc.

nBackground

Declaratory judgment action between 
competing sunglass makers.

District court dismissed declaratory judgment 
action, holding that dispute was not 
“sufficiently crystallized” because at the time 
the patent holder made its verbal litigation 
threat it had not yet seen the plaintiff’s 
accused product.

70

Capo, Inc, v. 
Dioptics Medical Products, Inc.

nAt Federal Circuit:

Federal Circuit Reversed. 

Even unsubstantiated accusations can give rise 
to a reasonable apprehension of suit.

71

Laboratory Corp. of America Holdings 
v. Chiron Corp.

nBackground

Parties had a standstill agreement.

• It expired and both parties raced to court: 

– LabCorp filed in Delaware at 4:27 P.M. 
(E.S.T.)

– Chiron filed in California at 5:50 P.M. 
(P.S.T.)

• Delaware court enjoined Chiron from 
proceeding in California.



Fenwick & West - Patent Law | Year in Review 2004 (and into 2005)

January 13, 2005
25

72

Laboratory Corp. of America Holdings 
v. Chiron Corp.

nAt the Federal Circuit

Choice of law determined appealability of 
injunction.

• Not appealable injunction in 3rd Cir.

• Fed Cir. decided to apply its own procedural 
law (uniformity, blah, blah)

• Injunction against parallel proceeding is 
appealable everywhere

Affirms injunction.

73

Laboratory Corp. of America Holdings 
v. Chiron Corp.

nPractice Note Lessons:

Make sure any standstill agreement is clear on 
what happens when its over.

File first.

Before the USPTO
CREATE Act

Before the BPAI

Consolidation Appropriates Act

USPTO New Rules

Inter Partes Reexamination

Electronic Filing

Rajiv Patel, 
Daniel Brownstone, Robert Hulse
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75

Before the USPTO: Topics to Review

nCooperative Research and Technology 
Enhancement 
(CREATE) Act of 2004.

nAppellate Practice Before the USPTO.

nConsolidated Appropriations Act, 2005.

nOther USPTO Practice Rules Introduced in 
2004.

nUpdate on Inter Partes Reexamination.

nElectronic Files and Filing in the USPTO.

76

Cooperative Research and Technology 
Enhancement (CREATE) Act of 2004

77

Cooperative Research and Technology 
Enhancement (CREATE) Act of 2004

nAmends 35 U.S.C. § 103(c); Signed into law 
December 10, 2004

nBackground

Statute amended in view of Federal Circuit 
Ruling in in OddzOn Products, Inc. v. Just Toys, 
Inc., 122 F.3d 1396 (Fed. Cir. 1997)) held that 
information qualifying as prior art under 35 
USC §102(f) or § 102(g) can be used to reject 
a patent application as obvious. 

The rejection would be proper even if that 
information was confidential, shared among 
consenting parties, or undocumented. 
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78

Cooperative Research and Technology 
Enhancement (CREATE) Act of 2004

nCREATE Act passed with intention to address the 
negative results of this decision and to create a 
safe harbor to protect collaborative research. 

nCREATE ACT amends 35 U.S.C. § 103(c) to 
provide that sharing of confidential information 
under a joint research agreement that was in 
effect on or before the date the claimed invention 
was made will not be the basis of an obviousness 
determination under patent law. 

Act removes impediment to patentability of 
inventions as a result of collaborative research 
between entities.

79

Cooperative Research and Technology 
Enhancement (CREATE) Act of 2004

nUnder the Act, certain “secret” prior art that is the 
work of researchers from different entities will be 
disqualified as prior art as long as certain conditions 
are met.

nThere must be a pre-existing agreement for the 
research collaboration and:

the agreement covers the inventive activities;

the patent application includes/is amended to include an 
express statement disclosing the names of the parties;

the agreement is written;

the claimed invention was made as a result of activities 
undertaken within the scope of the agreement; and

if needed, file an appropriate terminal disclaimer.

80

Cooperative Research and Technology 
Enhancement (CREATE) Act of 2004

nWhat this means:

The Act applies to any patent granted on or after 
December 10, 2004. 

If involved in cooperative research, have a written 
joint research agreement to ensure that partner’s 
work will not invalidate patents that you apply for in 
the future.

If a joint research agreement is already in place, 
review it and make appropriate amendments to 
ensure that it qualifies under the new law.

For eligible patents, consider broadening reissue if 
claims were restricted by now excluded prior art per 
the Act. 
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81

Appellate Practice Before the 
U.S. Patent and Trademark Office

82

Appellate Practice Before the USPTO

nEffective, September 13, 2004, USPTO 
announced changes to the rules of 
practice before the Board of Patent 
Appeals and Interferences (BPAI).

nBPAI rules now at 37 C.F.R. § 41 et. seq.

83

Appellate Practice Before the USPTO

nKey changes - Distinguish between 
prosecution and appeal.

An objective of the new rules is to ensure all 
issues have been resolved between the 
examiner and the appellant before the Board 
decides the appeal.

37 C.F.R. § 1.116 rewritten to remove inclusion 
of amendments after appeal Rule 116 focus 
on actions in prosecution.

Rules for amendments after appeal are now at 
37 C.F.R. §§ 41.33 to 41.63. These rules focus 
on actions during appeal.
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84

Appellate Practice Before the USPTO

nKey changes - Distinguish between 
prosecution and appeal.

Strict limit on types of amendments after filing 
of a Notice of Appeal. Permits examiner to 
enter amendments under 37 C.F.R. § 1.116 up 
to the date of filing the Appeal Brief, but only 
permits amendments that cancel claims or 
rewrite dependent claims after filing an Appeal 
Brief.

85

Appellate Practice Before the USPTO

nKey changes - 37 C.F.R. § 41.33: Status of all 
claims to be stated in the Appeal Brief.

Replaces “Brief Summary of the Invention” with 
“Summary of the Claimed Invention” and requires that 
each appealed claim include a summary of the claim; 
e.g., requires a summary of each dependent claim that is 
separately argued.

Requires pointing out corresponding structure in 
specification for “means plus function” claims.

Subheadings for each claim, or group of claims, being 
argued on appeal. The Examiner’s Answer will follow this 
heading structure (easier to follow the arguments on 
each side of an issue).

86

Appellate Practice Before the USPTO

nKey changes - 37 C.F.R. §§ 41.39, 41.43: 
Examiner’s Answer can include new 
grounds of rejection.

New grounds for rejection can address new 
issues or evidence raised in the Appeal Brief.

Examiner can submit a Supplemental 
Examiner’s Answer to address arguments 
raised in the Reply Brief, and appellant can file 
a second Reply Brief.
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87

Appellate Practice Before the USPTO

nWhat this means:

A potentially faster appeals process, because an 
earlier clarification of the record will lead to fewer 
remands and fewer amendments after appeal.

Prepare claim remarks with eye towards appeal 
when appeals seams likely.

Consider pursuing appeals earlier in prosecution 
process.

Appeal is available as soon as any claim has been 
twice rejected.

Assess claim construction risks associated with 
having to identify corresponding structures in 
specification for “means plus function claims.”

88

Consolidated Appropriations Act, 2005

89

Consolidated Appropriations Act, 2005

nNew USPTO fee structure for filing and 
prosecution effective December 8, 2004.

nIncreases issued patent maintenance fees.

nRequires separate patent filing fee (national fee) 
($300), search fee ($500), and examination fee 
($200) (all due at time of filing).

Small Entity discount (50%) preserved

Fee applicable for those U.S. applications filed on or 
after December 8, 2004;

Fee applicable for those non-U.S. applications in 
which the basic national fee is paid on or after 
December 8, 2004.
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90

Consolidated Appropriations Act, 2005

nRemaining patent fee changes apply to any fee 
payment made on or after December 8, 2004, 
regardless of the filing date of the application, or 
the issue date of the patent for which the fee is 
submitted (e.g., maintenance, extensions, etc.).

nNotable new fees:

Application size fee: Requires an additional fee for 
any patent application whose specification and 
drawings exceed 100 sheets of paper.

For each independent claim in excess of 3: $200 
per claim; For each claim in excess of 20: $50 per 
claim.

91

Consolidated Appropriations Act, 2005

nSo, where may this be going?

U.S. Patent Office may be moving towards 
system used by WIPO and the EPO — a 
separate search report (which gives an 
overview of whether or not your claims are 
anticipated or obvious in view of references 
found) and a separate examination (typically 
based on the art found in the search report).

May provide for more comprehensive 
examination and also encourage appropriate 
scoping of claims prior to examination.

92

Consolidated Appropriations Act, 2005

nWhat this means:

Carefully prepare a claim strategy to ensure 
maximization of value.

Cost of excess claims is now dramatically 
higher, e.g., 5 independent claims with 50 total 
claims now costs $1900 rather than $700.

Determine whether dependent claims are 
adding value.

Evaluate whether to hold some claims until 
after receiving a first Office action.
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93

Other USPTO Practice 
Rules Introduced in 2004

94

Other USPTO Practice 
Rules Introduced in 2004

nIncorporation by Reference

A claim for priority or benefit will now be 
considered an incorporation by reference of the 
prior-filed application as to an inadvertently 
omitted portion of the specification or 
drawings. 

95

Other USPTO Practice 
Rules Introduced in 2004

nIncorporation by Reference

New 37 C.F.R. § 1.57(a) allows for all or a portion 
of the specification/drawings that is inadvertently 
omitted from an application containing a priority 
claim to be added to the application by way of a 
later filed amendment if the inadvertently omitted 
portion of the specification/drawings is completely 
contained in the prior-filed application even though 
there is no explicit incorporation by reference of the 
prior-filed application. 

“Completely contained” means that the material to 
be added to the application must be expressly (as 
opposed to implicitly) disclosed in the prior 
application. 
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96

Other USPTO Practice 
Rules Introduced in 2004

nInformation Disclosure Statements

The format of the IDS has been codified; 
however, PTO Form SB/08 (formerly PTO-
1449) is still accurate.

USPTO also announced that “it will no longer 
be necessary to require a copy of each cited 
U.S. patent or U.S. patent application 
publication in an IDS regardless of the filing 
date of the application or the national stage 
entry date under 35 U.S.C. § 371, unless it is 
[explicitly] required by the Office.”

97

Other USPTO Practice 
Rules Introduced in 2004

nFees

The Office has determined the fees for many 
petitions do not “recover the Office’s costs of 
treating many of these types of petitions.”

That is, fees have generally been increased.

98

Other USPTO Practice 
Rules Introduced in 2004

nSmall-Entity Status

37 C.F.R. has been amended to clarify that if a 
large entity holds a security interest in a patent 
application, the assignee may still claim small 
entity status if otherwise appropriate (unless 
the security interest is defaulted upon).

The notice also points out that a foreign-owned 
and operated business can still qualify for small 
entity fee reductions. 
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99

Other USPTO Practice 
Rules Introduced in 2004

nWhat this means:

Prosecution before the USPTO is getting more 
expensive;

Keep the big picture in mind and proceed 
deliberately.

100

Update on Inter Partes Reexamination

101

Update on Inter Partes Reexamination

nIn December 2004, USPTO released its 
report (as required by AIPA of 1999) to 
Congress on progress of inter partes
reexamination.

nReport addresses:

Progress of inter partes reexamination since 
being established;

Results of internal evaluations and customer 
meetings to identify inequities and challenges 
of inter partes reexamination.
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102

Update on Inter Partes Reexamination

nUSPTO recommendations to Congress:
Clarify inter partes reexamination estoppel 
provisions.

• USPTO recommends retaining an estoppel 
provision in some form.

• However, current estoppel provisions require 
further clarification of requirement that third-
parties raise all issues that “could have been 
raised.”

• Also, degree to which “unavailable” prior art 
exception applies is unclear.

103

Update on Inter Partes Reexamination

nUSPTO recommendations to Congress:

Permit requester of inter partes reexamination 
additional opportunities to provide input on 
Office actions;

• Provide independent right to the requester to 
comment once for each Office action 
generated by the USPTO.

Extend requester’s statutory 30-day period for 
comment after the patent owner responds to 
an Office action, or permit the USPTO Director 
to set the period for comment by rule.

104

Update on Inter Partes Reexamination

nWhere this appears to be going:

USPTO is taking the position that patent laws 
should be amended to provide for a post-grant 
review of patentability of patent claims.

Although the number of inter partes reexamination 
cases has been small to date (e.g., only 27 in 2004 
and 53 since introduction), the goal is to increase 
the use of the USPTO as a forum to challenge 
issued patents.

Patent litigation is very expensive, so this avenue 
for patent challenges will continue to grow and 
should be seriously considered.
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105

Electronic Files and Filing 
in the USPTO

106

Electronic Files and Filing in the USPTO

nU.S. Patent and Trademark Office moving 
towards electronic files.

nPrivate PAIR – access to own file history 
documents of pending applications in 
electronic format (need customer 
number).

nPublic PAIR – access to file history of 
published pending applications.

107

Electronic Files and Filing in the USPTO
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108

Electronic Files and Filing in the USPTO

109

Electronic Files and Filing in the USPTO

110

Electronic Files and Filing in the USPTO

nSignatures

37 C.F.R. § 1.4 has been amended to allow for 
"S-signatures" made by electronic means for 
many types of submissions to the PTO. An S-
signature is a signature inserted between 
forward slash marks.

E.g., /s/ Sig Nature
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111

Electronic Files and Filing in the USPTO

nPractice Notes:

Immediate access to publicly available patents and 
patent application file histories; 

Immediate access to own patent application status;

Online access to competitors’ publicly available 
patents and published application status;

Ability to plot patent strategy in almost “real time”;

E-Filing is getting easier, but still no clear benefit

• No real discount; No faster examination; 
Requires quirky USPTO software

Ethics Highlights in 
Patent Law from 2004

Opinions of Counsel

Rule 11 in Litigation

Inequitable Conduct

Rule 56 Before the USPTO

113

Agenda

nOpinions of Counsel

nRule 11 Issues in Patent Litigation

nInequitable Conduct

nRule 56 Before the USPTO
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Opinions of Counsel
Knorr-Bremse Systeme Fuer

Nutzfahrzeuge GmbH v. Dana Corp.

Darryl Woo

115

The Opinion of Counsel Letter

nRegarded as a “necessary evil”

3x damages; attorneys’ fees if “willful”

Expensive

Utility limited/questionable

nDuty of due care

“Seek and obtain competent legal advice”

n“Totality of the circumstances”

nFailure/Refusal > Adverse Inference

116

What is Knorr-Bremse v. Dana Corp.?

nFederal Circuit en banc decision

383 F.3d 1337 (Fed. Cir. 2004)

nKnorr-Bremse – Ger.

USP 5,927,445 on air disk brakes

nHaldex Brake Products – Swe.

Mfr., refused to waive

nDana – U.S.

Jt. marketer, did not get own opinion
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117

What Happened?

nBench trial

nInfringement but no damages

nCourt drew adverse inference

Haldex’s refusal to produce its opinion

Dana’s failure to obtain an opinion

nAwarded fees to patent holder

118

Federal Circuit En Banc Ruling

n“No adverse inference shall arise from 
invocation of ... privilege”

nNo adverse inference from failure to 
consult counsel

nOpen question whether jury can be told if 
counsel was consulted

nRemand and reweigh

119

Should You Get an Opinion Anyway?

n“Should the existence of a substantial 
defense to infringement be sufficient to 
defeat liability for willful infringement even 
if no legal advice has been secured?”

nFederal Circuit: “No” 

Still a “totality of circumstances” test
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120

Take Home Lessons

nNo bright line = No “brakes” on getting 
opinions

nLikely to generate additional litigation

Focus, cost shift to due care, expert?

In limine battle?

nJudge Dyk’s dissent: unconstitutional 
absent reprehensible conduct

121

The “Bottom Line”

nStill consider getting an opinion if 
litigation is likely

Roll of the “in limine” dice

“Testimony” in jury room

Effect on judges

nAdd constitutional challenge to asserted 
defenses

Rule 11 Issues 
in Patent Litigation

Q-Pharma v.
The Andrew Jergens Co.

Michael Sacksteder
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123

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nOverview

Outer limits of reasonable pre-filing inquiry 
required in patent case.

What should patentee/plaintiff do about pre-
filing claim construction?

How should a patentee/plaintiff conduct an 
infringement analysis?

124

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nBackground

Patent-in-suit: method for therapeutically 
treating damaged tissue by topically 
administering a composition containing 
“Coenzyme Q10” (“CoQ10”).

In other words – applying a particular 
moisturizing lotion to your skin.

Key claim language: “a composition comprising 
as the principal active ingredient a 
therapeutically effective amount” of CoQ10.

125

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nBackground
Jergens’ accused product: “Curel Age Defying 
Therapeutic Moisturizing Lotion with Coenzyme 
Q10”.

Jergens’ advertising claims:

• Lotion “now contains the natural power of 
Q10”.

• Q10 “defends against the signs of aging to 
keep skin looking younger, smoother and 
more vital”.

• Label prominently displayed the term “Q10”.
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126

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nBackground

Q-Pharma sued Jergens for patent 
infringement.

Jergens initially resisted discovery concerning 
actual contents of accused lotion.

In response to motion to compel, Jergens 
moved for summary judgment of 
noninfringement.

• Accused lotion contains no more than 
0.00005% of CoQ10 by weight.

127

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nBackground

Jergens moved for Rule 11 Sanctions

Jergens moved for attorney fees under 35 
U.S.C. 285

Jergens moved for summary judgment on 
antitrust counterclaim

All based on purported insufficiency of Q-
Pharma’s pre-filing inquiry

128

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nPre-filing investigation requirements.

Attorney must interpret patent claims.

Attorney must compare accused device with 
interpreted asserted claims.

nJergens alleged:

Pre-filing claim construction was nonexistent or 
“frivolous”.

Pre-filing infringement analysis was insufficient.

• Based solely on advertising statements.

• No chemical analysis.
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129

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nPre-filing claim construction.

Must be performed (attorney declaration).

Claim chart not required.

• “[T]he owner, inventor and/or drafter of a 
patent ought to have a clear idea of what the 
patent covers without the formality of a 
claim chart.”

Claim construction is sufficient when it follows 
the canons of claim construction and is 
“reasonably supported by the intrinsic record.”

130

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nPre-filing claim construction

Q-Pharma construed “therapeutically effective 
amount” to mean “an amount sufficient to have 
a therapeutic benefit” – no lower limit (limits 
found in dependent claims).

Comported with plain meaning and not 
inconsistent with written description and 
prosecution history.

Q-Pharma’s construction not frivolous.

131

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nPre-filing infringement analysis

Acquired sample of product (did no chemical 
tests).

Reviewed advertising and labeling.

Relied on broad but “nonfrivolous” claim 
construction.
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132

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nWhat about View Engineering?

View Engineering, Inc. v. Robotic Vision 
Systems, 208 F.3d 981 (Fed. Cir. 2000).

Reliance on advertising alone is not sufficient

“Q-Pharma did not file suit based solely on 
Jergens’ advertising; critically, it also relied on 
its own comparison of the asserted claims with 
the accused product.”

133

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nWhat about Judin?

Judin v. United States, 110 F.3d 780 (Fed. Cir. 
1997).

Analysis required “where patentee could have 
purchased an accused device relatively 
inexpensively compared with the cost of 
litigation”?

Q-Pharma did obtain sample, and did compare 
product to asserted claim.

Key factor “is the presence of an infringement 
analysis,” which “can simply consist of a good 
faith, informed comparison of the claims against 
the accused subject matter.”

134

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nInvalidity

Jergens’ argument based on handful of letters 
from accused infringers.

Statutory presumption of validity.

Licenses taken by other companies.

nDenials of Section 285 fees motion and 
antitrust motion

Affirmed on same grounds as Rule 11 motion.
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135

Rule 11 Issues in Patent Litigation
Q-Pharma v. Jergens

nPractice notes

Always construe potentially asserted claim[s].

• Claim chart is good evidence of claim 
construction, but not strictly necessary.

Always compare construed claim[s] to accused 
device, product or method.

• Broad construction (if supported) may make 
comparison easier.

Don’t go overboard relying on Q-Pharma.

Inequitable Conduct
Hoffman-La Roche, Inc.

v. Promega Corp.

Lynn Pasahow

137

Inequitable Conduct –
Overview of Case

nFederal Circuit affirmed in part, and reversed in part, 
district court summary judgment and bench trial findings 
of inequitable conduct; remanded to district court for 
further proceedings.

• Hoffmann-La Roche, Inc. v. Promega Corp., 323 F.3d 1354 
(Fed. Cir. 2003).

Sharp dissent by Judge Newman, insisting that ordinary 
acts of scientific uncertainty affirmed by the Federal 
Circuit were elevated to inequitable conduct.

nOn remand, district court (Judge Walker) found that 
those acts of misrepresentation affirmed on appeal still 
justified a finding of inequitable conduct, and precluded 
enforcement of the patent and a related license 
agreement.

• Hoffmann-La Roche, Inc. v. Promega Corp., 319 
F. Supp. 2d 1011 (N.D. Cal. 2004).
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138

Inequitable Conduct –
Background of Case

nPatent relates to principal enzyme used in Nobel-Prize 
winning invention of polymerase chain reaction 
(“PCR”).

“Full-length” polymerase of Thermus aquaticus 
bacterium (“Taq”).

nExistence of Taq was reported in two literature 
references, cited in initial Cetus PCR patents filed 
before, but co-pending with, Taq patent applications.

nTaq patent among those successfully enforced by 
Cetus against du Pont (via settlement).

nPromega – which sold Taq prior to the issuance of the 
Taq patent – was licensed for uses of Taq other than 
PCR; sued for violating that field of use.

139

Inequitable Conduct –
Tests Applied

nIn the district court:

Proof by clear and convincing evidence of:

• A misrepresentation or omission of a material fact; 
and,

• Intent to deceive the USPTO.

A separate determination “whether the equities 
warrant a conclusion that the patentee engaged in 
inequitable conduct.”

“a heavy burden”; “difficult to prove”

nOn appeal, district court findings are reviewed for clear 
error, requiring “‘a definite and firm conviction’ that a 
mistake has been made.”

• Hoffmann-La Roche, 323 F.3d at 1359.

140

Inequitable Conduct –
Prosecution Misstatements

nGroup 1: differences in molecular weight between 
Cetus and prior art molecules

Materiality of the issue:  Taq patent prosecution 
principally based on the argument that prior art did not 
obtain full-length (i.e., full weight) molecule, and was 
less effective.

nClaimed inequitable conduct:

1. Failure to disclose certain Cetus experiments

• Federal Circuit reversed because inventor’s belief that 
different conditions made them not comparable made 
finding of intent clearly erroneous.
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141

Inequitable Conduct –
Prosecution Misstatements

2. Failure to disclose reasons that prior-art 
experiments may have been inaccurate

• Federal Circuit reversed as to certain 
experiments decided on summary judgment 
because of factual disputes as to the accuracy of 
the experiments.

• Federal Circuit held that district court findings 
regarding remaining experiments decided by trial 
were clearly erroneous because of scientific 
errors in the district court’s analysis.

• Federal Circuit rejected district court 
determination that it was necessary to replicate 
prior art experiment to properly opine on 
similarity.

142

Inequitable Conduct –
Prosecution Misstatements

nGroup 2: prophetic Example VI written in past 
tense

Example was Cetus’ actual commercial production 
process, added in a continuation-in-part to satisfy 
best mode requirement. But, the procedure in the 
example had not been performed by the inventors as 
of the date of the continuation-in-part application.

Prior to continuation-in-part application date, the 
inventors repeatedly had performed two other 
purification processes, each of which had some of the 
steps of Example VI, and together they had all the 
steps

• Steps 1, 2 and 3 in the first earlier process.

• Steps 1, 2, 4 and 5 in the second earlier process.

143

Inequitable Conduct –
Prosecution Misstatements

nFederal Circuit held findings not clearly 
erroneous.

Materiality:  Cetus argued to Examiner that the 
Example VI process resulted in purity and specific 
activity greater than the prior art

• These arguments, however, were not expressly 
relied on by Examiner and are not reflected in 
claim limitations. 

Intent: affirmed based largely on cross-examination 
of the inventors acknowledging that the use of the 
past tense in scientific articles indicates that an 
experiment had been done (but, in scientific articles 
prophetic examples are never permitted, regardless 
of the tense used).
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144

Inequitable Conduct –
Prosecution Misstatements

nGroup 3: comparative fidelity and template dependence

Materiality: Cetus stated in specification and argued to 
Examiner that Cetus Taq showed greater fidelity than 
prior art enzymes based on comparison of Cetus tests to 
reported fidelity in prior art articles.

• Again, never expressly relied on by Examiner and not 
reflected in claim limitations.

Intent: district court found Cetus scientists knew the 
tests were not comparable (due to use of different 
templates), relying on the testimony of Promega’s expert 
that Cetus’ scientists must have known the experiments 
were not comparable, and the failure of Cetus’ inventors 
to testify as to their good faith belief. 

nFederal Circuit held findings not clearly erroneous.

145

Inequitable Conduct –
Newman’s Evaluation

n“The New Plague”

n“This case illustrates the ease of opportunistic 
challenge to the conduct of experimental science 
in patent context. My colleagues have distorted 
the patent process, and the science it supports, 
into a game of high stakes hindsight that few 
patents can survive.”

• 343 F.3d at 1372-73.

n“In this case, straightforward scientific and patent 
activity were distorted until judicial suspicions 
were raised, despite the absence of any 
significant error or misstatement.”

• 323 F.3d at 1381.

146

Inequitable Conduct –
Newman’s Evaluation

nExample VI

A “faithful representation of the purification columns that 
were actually run.” No dispute that it worked as represented 
in the patent.

It had been distributed to Cetus’ suppliers before the date 
of the continuation-in-part application, based on the 
confidence of the Cetus scientists that it would work at least 
as well as the two prior procedures.

nFidelity

A difference of interpretation of historic data, the truth of 
which cannot be known, at least without repeating the prior 
art experiments.

The challenged inventors’ statements were how the prior art 
experiments would be interpreted by those of ordinary skill 
in the art, not what they actually proved. No evidence the 
statements are not true.
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147

Inequitable Conduct –
Practice Notes

nNot the old inequitable conduct:

Not as simple as assuring known prior art is cited.

Statements in the specification and in the prosecution 
history relating inventive scientific work to prior art are 
highly vulnerable.

• In-house work relating to the invention and potentially 
relevant to statements made regarding it or the prior 
art need to be considered.

Intent likely to be critical. Litigation focus should include 
attention on supporting lack of intent to deceive the 
USPTO.

Teaching to help the fact finder understanding the 
broader science, including inherent ambiguities of 
opinions in the science, can be of special importance.

Rule 56 
Before the USPTO

37 CFR § 1.56 
and MPEP §1100

Rajiv Patel

149

Rule 56 and Non-Publication Requests

nThe American Intellectual Property Act (AIPA) of 
1999 set forth:

Patent applications will be published after 18 months, 
unless there is a request for non-publication. (35 
U.S.C. § 122.) 

However, request for non-publication can only be 
made if the applicant certifies that “the invention 
disclosed in the application has not and will not be the 
subject of an application filed in another country or 
under a multilateral international agreement, that 
requires publication of applications 18 months after 
filing....” (35 U.S.C. § 122(B)(2)(b)(i).)

See also U.S. Patent Office rules (37 C.F.R. §§ 1.211 
to 1.221).
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150

Rule 56 and Non-Publication Requests

nThe U.S. Patent Office rules include 37 
C.F.R. § 1.56 (Rule 56), which provides, 
inter alia, that:

Each individual associated with filing and 
prosecution of a patent application has “a duty 
of candor and good faith” in dealing with the 
U.S. Patent Office.

151

Rule 56 and Non-Publication Requests

nManual of Patent Examining Procedures (MPEP) § 
1100 et seq. notes with respect to selection of non-
publication requests:

Certification under 37 C.F.R. 1.213(a)(3) cannot be made 
based on a lack of knowledge of the applicant’s plans 
concerning the filing of any counterpart application . . .;

The fact that a particular applicant has a tendency to file 
counterpart applications for fewer than fifty percent of its 
U.S. applications is not alone an adequate basis for filing all 
or any of the U.S. applications with a non-publication 
request; 

Must have an affirmative intent not to file a counterpart 
application, not just the absence of any intent or plan 
concerning the filing of any counterpart application that 
would be subject to 18-month publication. 

152

Rule 56 and Non-Publication Requests

nWhat does this mean?

Hard to determine from a practical perspective, 
because often companies often have no set policies 
on international filing and many elect not to file 
internationally, except in very specific instances 
(often not knowing until right before deadline).

The U.S. Patent Office has provided little guidance 
for such situations. They have included provision to 
keep open ability to pursue inequitable conduct 
issues.

Practically, will need to evaluate each situation on 
case-by-case basis.
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Patent Practice—2004
Thank You
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Speakers and
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1

Program Co-chairs

Rajiv Patel, Partner

Patent Group

650.335.7607

rpatel@fenwick.com

Henry Su, Partner

Litigation Group

650.335.7651

hsu@fenwick.com

2

Darren Donnelly

650.335.7685

ddonnelly@fenwick.com

Daniel Brownstone

415.875.2358

dbrownstone@fenwick.com

Narinder Banait, Ph.D.
650.335.7818

nbanait@fenwick.com

Speakers
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3

Speakers

Daniel Johnson, Jr.
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Robert Hulse

415.875.2444

rhulse@fenwick.com

David Hadden

650.335.7684

dhadden@fenwick.com

4

Lynn Pasahow

650.335.7225

lpasahow@fenwick.com

Stuart Meyer

650.335.7286

smeyer@fenwick.com

Heather Mewes

415.875.2302

hmewes@fenwick.com

Speakers

5

Darryl Woo

650.335.7139
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Michael Shuster, Ph.D.

415.875.2413

mshuster@fenwick.com
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Additional Resources

7

Prior Art: In re Klopfenstein
Additional Resources

nRead In re Klopfenstein, 380 F.3d 1345, 72 
U.S.P.Q.2d (BNA) 1117 (Fed. Cir. 2004)

nRead the prior cases that Klopfenstein
distinguishes: In re Cronyn, 890 F.2d 1158 (Fed. 
Cir. 1989); In re Hall, 781 F.2d 897 (Fed. Cir. 
1986); Massachusetts Institute of Technology v. 
AB Fortia, 774 F.2d 1104 (Fed. Cir. 1985); In re 
Wyer, 655 F.2d 221 (CCPA 1981)

nM.P.E.P. § 2128 describing the USPTO’s criteria 
for “printed publications”

n35 U.S.C. § 102(b).

8

PHE: Honeywell v. Hamilton-Sundstrand
Additional Resources

nRead Honeywell Int’l v. Hamilton 
Sundstrand, 370 F.3d 1131 (Fed. Cir. 
2004) (en banc)
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9

Extraterritoriality: 
Additional Resources

nNTP, Inc. v. Research in Motion, Ltd., No. 03-
1615, 2004 U.S. App. LEXIS 25767 (Fed. Cir. 
Dec. 14, 2004);

nInternational Rectifier Corp. v. Samsung Elecs. 
Co., Ltd., 361 F.3d 1355 (Fed. Cir. Mar. 18, 
2004);

nPellegrini v. Analog Devices, Inc., 375 F.3d 1113 
(Fed. Cir. July 8, 2004);

nKinik Co. v. ITC, 362 F.3d 1359 (Fed. Cir. Mar. 
25, 2004);

n35 USC § 271.

10

Before the U.S. Patent Office:
The CREATE Act

Text of CREATE Act 

nhttp://frwebgate.access.gpo.gov/cgi-
bin/getdoc.cgi?dbname=108_cong_bills&docid=f:
s2192es.txt.pdf

Congressional Report on CREATE

nhttp://thomas.loc.gov/cgi-
bin/cpquery/?&&dbname=cp108&&&r_n=hr425.1
08&&sel=TOC_1&

nor, for a better copy, 
http://frwebgate.access.gpo.gov/cgi-
bin/getdoc.cgi?dbname=108_cong_reports&docid
=f:hr425.108.pdf

11

Before the U.S. Patent Office:
New USPTO Fees

Fee schedule

nhttp://www.uspto.gov/web/offices/ac/qs/o
pe/fee2004dec08.htm

Federal Reg.

nhttp://www.uspto.gov/web/offices/com/so
l/notices/69fr70660.pdf
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For many technology companies, developing a patent 

strategy is an important component of the business 

plan. However, for many the approach for developing a 

patent strategy is more happenstance than execution of a 

precisely defined plan. To help develop a patent strategy, 

this document provides a checklist for getting organized in 

preparation for developing a comprehensive patent strategy 

for the company.

A.  Business and Patent Portfolio Goals

Starting in the development phase, the patent strategy 

identifies the key business goals of the company. Clear 

business goals provide a long-term blueprint to guide the 

development of a valuable patent portfolio. In particular, the 

company should:

❑ List the business, technology, and product goals for the 

company.

❑ Identify key industry players (competitors, partners, 

customers).

❑ Identify technology directions (within company and 

within industry).

❑ Determine whether a patent portfolio be used offensively 

(i.e., asserted against others; revenue generation, etc.), 

defensively (i.e., used as a shield or counterclaim against 

others who file suit first), for marketing purposes (i.e., 

to show the outside world a portfolio to demonstrate 

company innovation), or a combination of these.

❑ Meet with attorney to align goals, industry information, 

technology information, and portfolio use core strategy.

B.  Evaluation of Company Assets

The evaluation process begins by mining and analyzing 

intellectual assets within the company. In this process, 

a company organizes and evaluates all of its intellectual 

assets, such as its products, services, technologies, 

processes, and business practices. Organizing intellectual 

assets involves working with key executives to align the 

patent strategy with the business objectives. Here, the 

company should:

❑ Identify team members that will lead the mining and 

analysis process.

❑ Identify employees that create intellectual assets for the 

company.

❑ Identify the intellectual assets. To help determine this, 

gather and organize documented materials. Examples of 

documented materials include business plans, company 

procedures and policies, investor presentations, 

marketing presentations and publications, product 

specifications, technical schematics, and software 

programs. It may also include contractual agreements 

such as employment agreements, assignment and 

license agreements, non-disclosure and confidentiality 

agreements, investor agreements, and consulting 

agreements.

❑ Identify the anticipated life span for each intellectual 

asset.

❑ Identify the market for each intellectual asset.

❑ Identify products/product lines incorporating each 

intellectual asset.

❑ Identify those intellectual assets best suited for patent 

protection.

❑ Review risk analysis with attorney involving competitor 

studies.

❑ Prepare budget for patent strategy and patent 

procurement.

C.  Procurement Phase

While the evaluation phase is in progress, the company 

can move into the procurement phase. In the procurement 

phase of the patent strategy, a start-up company builds its 
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patent portfolio to protect core technologies, processes, and 

business practices uncovered during the evaluation phase. 

Typically, a patent portfolio is built with a combination of 

crown-jewel patents, 

fence patents, design-around patents, and portfolio 

enhancing patents. Each patent may have a unique value 

proposition for the company.

❑ Establish a budget for patent portfolio development.

❑ Draft invention disclosures (see attorney for Invention 

Disclosure Form).

❑ Critically evaluate each invention disclosure in the 

context of the patent strategy.

❑ Weigh risks vs. reward of a prior art search.

❑ Evaluate benefits and risk of provisional vs. utility patent 

application with attorney.

❑ Forward invention disclosure to attorney for patent 

application drafting.

❑ Over time, determine whether to conduct further 

competitive analysis to study industry trends and 

technology directions and identify patent portfolio 

coverage in view of same.  

❑ Over time, evaluate risk vs. reward of studying patent 

portfolios of competitors and other industry players to 

identify how to further strengthen its patent portfolio.

D.  Deployment Phase

A company that values its intellectual assets may set aside 

time, money and resources to further enhance its patent 

portfolio. To do this a company may move to the deployment 

phase. The deployment phase may include licensing all 

or part of a patent portfolio to others in the industry or to 

alternative applications for the technology. Alternatively, 

it may include asserting rights established by its patents, 

such as through litigation. The deployment stage often 

includes high-level management involvement. In this stage a 

company should consider:

❑ Review patent portfolio to identify those assets that 

company can sell for cash or use to spin out new 

business.

❑ Study competitor products for infringement 

considerations and determine risks vs. rewards of cease 

and desist strategy or licensing strategy.

❑ Evaluate the strength of competitor patent portfolios to 

access the potential for counter-attacks.

❑ Determine risks and benefits of various enforcement 

options (cease & desist; cross-license; etc.).

The outline above gives a just one overview of a potential 

patent strategy. With any patent strategy, some key 

considerations will include commitment from all levels 

of management and execution of the strategy once it is 

assembled. Companies that take the time and effort to 

develop a patent strategy will be reap many rewards for the 

time, money and effort spend early on as their business 

continues to grow and prosper.

Rajiv Patel (rpatel@fenwick.com) is a partner in the 

intellectual property group of Fenwick & West LLP. His 

practice includes helping companies develop, manage and 

deploy patent portfolios. He is registered to practice before 

the U.S. Patent and Trademark Office. Fenwick & West LLP 

has offices in Mountain View, CA, San Francisco, CA and 

Boise, ID.  

mailto:rpatel@fenwick.com
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a provisional application is part of a powerful 
patent strategy, but only if the provisional 
application is prepared properly. if it does not 
completely describe the invention, it will do 
more harm than good.

 “We have an invention but don’t want to spend a lot of 

money protecting it right now. What should we do?” In 

light of budget realities, an answer frequently given to 

this question is to file a provisional application. If done 

properly, filing a provisional application is an effective way 

to protect an invention while being less expensive than 

filing a “regular” utility patent application. A provisional 

application can be part of a strategy to extend the expiration 

date of a patent, reduce the up-front costs of preparing 

and filing an application and alleviate problems associated 

with continuing modifications of the invention. However, 

in practice, provisional applications often do more harm 

than good due to the false sense of security derived from 

inadequately prepared provisional applications.

Provisional applications are filed with the United States 

Patent and Trademark Office (USPTO) and expire one year 

after their filing date. Provisional applications are not 

substantively reviewed or examined by the USPTO. Instead, 

provisional applications serve as a placeholder for a utility 

application that is filed within one year. The requirements 

for filing a provisional application are more informal than 

the requirements for filing a utility patent application. For 

instance, a provisional application does not require claims 

and can be filed with drawings that are less formal than 

those required of utility applications. The informal nature of 

the filing documents has given the provisional application a 

reputation of being an inexpensive way to preserve patent 

rights while requiring significantly less effort to prepare and 

file. While this reputation is true up to a point, it has lead 

to a common misconception: because of the more informal 

filing requirements of a provisional application, the technical 

description of the invention required in a provisional 

application is less than that required of a utility application. 

This is absolutely untrue and companies that file provisional 

applications having inadequate specifications are at risk of 

losing their valuable intellectual property rights.

The specification of provisional applications must satisfy 

the same requirements as utility applications. That is, under 

35 USC §112, first paragraph, the specification of each must 

“contain a written description of the invention and of the 

manner and process of making and using it, in such full, 

clear, concise, and exact terms as to enable any person 

skilled in the art… to make and use the same, and shall set 

forth the best mode contemplated by the inventor in carrying 

out his invention.” Unfortunately, the specification is the 

area of the provisional application where companies are 

most tempted to cut corners in order to reduce expenses. 

To cut costs, companies have submitted user’s manuals, 

marketing material and/or high-level summaries of the 

invention as provisional applications. However, in preparing 

provisional applications with such materials, companies must 

understand the associated risks—reliance on such provisional 

applications can lead to a loss of intellectual property rights. 

For example, under the U.S. patent law, a triggering event 

such as a sale, an offer for sale, a public disclosure or a 

public use of the invention starts a one-year clock within 

which a provisional or utility patent application must be filed 

in order for the inventor to preserve the ability to protect the 

invention. However, if the provisional or utility application 

does not satisfy the written description, enablement and 

best mode requirements of §112, first paragraph, the 

inventor loses the ability to obtain U.S. patent protection 

unless an application that does satisfy these requirements 

is filed within one year of the triggering event. If a company 

is interested in patent rights outside the United States, 

the test is even more strict since patent rights in nearly all 

other countries are immediately lost unless a fully compliant 

provisional application or utility patent application is filed 

before public disclosure of the invention or sale of a product 

incorporating the invention. 

Title Goes Here
Subtitle Goes Here
byline goes here
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Two recent cases illustrate the renewed vigor with which the 

courts are applying the requirements of 35 USC §112, first 

paragraph. In New Railhead Mfg., L.L.C. v. Vermeer Mfg. Co., 

298 F.3d 1290 (Fed. Cir. 2002) the patent owner offered to 

sell an invention (the triggering event). Within a year of the 

triggering event a provisional application was filed and a year 

thereafter, i.e., more than one year after the triggering event, 

a utility patent application was filed. On summary judgment 

the Federal Circuit determined that the provisional application 

failed to satisfy the written description requirements of §112, 

first paragraph, because the application did not disclose 

details about how the invention worked as claimed in the 

subsequent utility patent. Since the provisional application 

was not properly prepared, the utility application could not 

properly claim priority to it and the earliest priority date for 

the utility application was its own filing date. Accordingly, the 

utility application was held invalid because an offer for sale 

was made more than one year before its priority date. 

In Symbol Tech., Inc. v. Lemelson Med., Edu. & Research 

Found. Ltd Part., No. CV-S-01-701-PMP (D.C. Nev. filed Jan. 

23, 2004) the District Court of Nevada invalidated a series 

of patents owned by the defendant, Lemelson, that related 

to machine vision and automatic bar code technology. The 

patents claimed priority back to patent applications filed 

in 1954 and 1956. The district court examined the patents 

at issue and held, inter alia, that the relevant specification 

did not enable the invention under §112, first paragraph 

because the specification was not written in enough detail 

to enable a person of ordinary skill in the art to practice the 

claimed invention. Id. at 27.

This trend of courts analyzing patents carefully to ensure 

that they satisfy the requirements of §112, first paragraph 

requires that companies seriously look at the quality of the 

provisional and utility specifications that they have filed and 

are currently preparing. In particular, in situations where 

only preexisting or high-level materials have been submitted 

as a provisional application, e.g., a user’s manual, or when 

a provisional application was filed but the brunt of the 

cost-cutting measures were borne by the specification, the 

provisional application should be reviewed to determine 

whether the specification satisfies the requirements of 

§112, first paragraph. If there are doubts as to whether 

the requirements are met, the company should not rely 

on the provisional application and should, instead, begin 

preparing a new provisional application or utility application 

that satisfies the patent requirements. Since the USPTO 

does not substantively examine a provisional application, 

companies should proactively analyze their existing 

provisional applications because, otherwise, they may not 

become aware of a problem with a provisional application 

until asserting an issued patent that claims priority to 

the provisional application, for example in litigation or 

license negotiations. However, at that point, which may be 

many years after the filing of the provisional application, 

correction of the problem is likely to be impossible. 

If done properly, provisional applications are a cost-effective 

mechanism to protect inventions. A provisional application 

filing fee is less than one-quarter than that of a utility patent 

application. In addition, since a provisional application does 

not require the preparation of claims or the submission 

of references in an information disclosure statement, the 

immediate cost of preparing a provisional application can be 

significantly less than that of preparing a utility application. 

Another advantage of using a provisional application strategy 

is in the common situation of having an invention change 

significantly as more research is performed. Instead of filing 

a string of utility applications, a more cost-effective strategy 

is to file several provisional applications over the course of a 

year in order to obtain a priority date for various embodiments 

of the invention. Within one year of the first filed provisional, 

a single utility application can be prepared that fully 

describes and claims all of the various embodiments. Another 

advantage is that the filing of a provisional application 

permits an applicant to extend the term of a patent for up to a 

year because the expiration date for a patent is 20 years from 

the earliest priority date but the duration of the provisional 

application is excluded from this calculation. 

Provisional applications can be part of a powerful patent 

strategy to extend the duration of a patent, reduce up-front 

costs and alleviate problems associated with continuous 

modifications to the invention. However, along with 

these advantages come the problems associated with the 

erroneous belief that a company can cut corners in the 

preparation of a provisional application by reducing the 

effort spent generating the description of the invention. In 

practice, many provisional applications have done more 

harm than good because of the false sense of security 

derived from provisional applications that do not satisfy the 

requirements of 35 USC §112, first paragraph.

John T. McNelis is a partner in the intellectual property group 

of Fenwick & West LLP. His practice focuses on strategic 

patent counseling and protection.  Mr.  McNelis can be 

reached at jmcnelis@fenwick.com. (c) 2004 Fenwick & West 

LLP. All rights reserved.
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Business decisions often depend upon accurately 

determining an asset’s value. Intellectual property is a 

particularly difficult type of asset to appraise because of 

its intangible nature and the multitude of complex factors 

involved in accurate valuation.

Yet intellectual property, particularly a patent portfolio, is 

often among a company’s most important assets. A business 

needs to accurately assess patent quality and value to 

answer questions such as:

■ Does existing intellectual property protection cover 

the company’s products, services and research areas 

sufficiently?

■  Are the company’s patents strong enough to be asserted 

against a competitor? 

■  Are the patents a potential source of licensing revenue? 

■  Are continuation applications, reissue applications or any 

additional patent applications warranted? 

■  How much is the patent portfolio worth in the context of 

the value of the company as a whole?

■  How good is the company’s patent counsel? 

A number of situations exist in which a business may wish to 

assess the quality of a patent owned by another company. 

The risk of potentially infringing another company’s patent 

depends upon that patent’s applicability, the strength and 

breadth of its coverage and the viability of a challenge to 

its validity. It also is important to evaluate the quality of 

another company’s patents to determine: 

■  How crowded is the technological field? Should a 

competitor’s patents affect the company’s decision to 

enter a product or development area?

■  Should the company offer to take a license on a patent? 

■  Should the company attempt to acquire or merge with a 

competitor? 

■  Should the company beef up its own portfolio for 

defensive purposes or for negotiating strength given a 

competitor’s patents?

The following is a step-by-step checklist for patent-quality 

assessment: 

Subject Matter

First, it is important to consider the overall subject matter 

addressed by the patent and whether it is related to 

one’s own market or technological area. Of course, the 

patent may have some general intrinsic value, and certain 

companies are interested in acquiring patents regardless of 

the technological area. Generally, however, is impractical 

to evaluate every patent that comes along, regardless of 

whether it is relevant to the company’s business.

Claims

Claims define the limits of the property right conferred by 

a patent. Therefore, once a company determines that the 

patent’s subject matter is sufficiently relevant to warrant 

further analysis, the next step is to study the claims.

A good set of claims describes the invention at several 

levels of abstraction, each providing a different breadth of 

coverage. Broader claims cover the overall concept. Other 

claims, such as dependent claims, introduce limitations 

relating to particular implementations of the invention. 

While such claims provide narrower coverage, the patent 

holder may be more successful defending narrower claims 

against invalidity arguments based on prior art.  An alleged 

infringer usually challenges patent validity whenever a 

patent holder asserts the patent against it. Thus, it is 

important for a patent holder to have a robust claim tree, 
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including claims at different levels of abstraction and 

breadth as fallback positions.

Another issue is whether the claims include all of the 

invention’s parallel and alternative forms. Typically, patents 

should include a combination of method claims (a sequence 

of steps, such as a process, algorithm or business method), 

system claims (an apparatus, functional architecture or 

machine) and computer program product claims (software 

encoded on a medium, such as a disk).

The company also should examine whether the claims 

specify steps to be performed by more than one party, 

entity, person or machine. For patents involving multiple 

entities (such as client/server architectures), it is important 

to include separate claims for the steps performed by each 

entity. For example, one set of claims may cover steps 

performed by the client, and another set may cover steps 

performed by the server. A competitor then could be liable 

for infringement by operating or selling just the server or 

just the client.

In general, any invention involving communication or 

interaction between nodes, entities, components or users 

should include separate claims for as many of these entities 

as is practicable. This avoids any requirement that the 

infringer sell or operate all entities.

One also should note whether the claims include “means 

plus function” language, such as “means for encrypting the 

received signal.” Such claims attempt to define an element 

of a system according to the function that it performs, rather 

than its structure. However, the scope of such claims is 

narrower than it would appear, due to statutory language 

specifically limiting such claims to the description in the 

specification, plus equivalents. 35 U.S.C. Section 112. 

Although there is nothing wrong with including “means plus 

function” claims, it is important to also include other claim 

formats.

Specification

A patent’s specification can have a significant effect on its 

scope and validity. Courts will read the claims in light of the 

specification and use the specification for guidance about 

the terminology used in the claims and what the applicant 

intended the claims to protect. If the specification contains 

limiting language, a court may read those limitations into 

the claims, even though the claims do not recite those 

limitations.

One should review the specification for completeness. A 

patent must describe the “best mode” of practicing the 

invention known to the applicant at the time of filing. It 

must describe the invention at a level of detail sufficient to 

allow an individual having ordinary skill in the art to recreate 

the invention. If doubt exists as to whether the description 

is sufficient, then the patent’s value is questionable; a 

defective specification can lead to invalidation of the claims.

Prosecution History

The prosecution history of an issued patent provides 

information as to the claims that the patent holder 

originally filed, the number of office actions, responses and 

interviews that took place and the rejections, arguments and 

amendments that were made.

This information can have a dramatic impact on the value of 

a patent and can reveal vulnerabilities that are not always 

visible from the face of the patent itself.

Amendments made during patent prosecution can disqualify 

a claim (or a claim element) from having its scope expanded 

by the doctrine of equivalents, which otherwise can extend 

a claim’s coverage beyond its literal language. Graver Tank 

& Mfg. Co. v. Linde Air Prods., 339 U.S. 605 (1950); Festo 

Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722 

(2002).

An infringement defendant can use the prosecution record 

as a basis for construing the claims narrowly, arguing that 

such statements in the record indicate what the applicant 

intended to patent (and the examiner intended to allow) 

and that the court should read the claims in light of such 

statements. In general, excessive amounts of arguments, 

characterizations and assertions during prosecution 

increase the risk that a patent’s scope may be thrown into 

doubt at some point.

Priority Date and Prior Art

Patents with earlier priority dates are more valuable than 

later-filed patents because the earlier filing date means that 

less prior art is available to defeat the patent.

In considering the priority date, one should investigate what 

prior art existed at the time, as well as what products may 

have been launched before the application was filed. In the 

United States, an inventor must file a patent application 

within one year of any public disclosure of the invention. 

Therefore, it is important to consider what disclosures may 
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have been made more than one year before the application’s 

filing date (or priority date).

If relevant prior art does exist, one should investigate 

whether the applicant properly cited the art to the examiner 

in the course of the patent’s prosecution. Art that was 

considered by the examiner may make the patent stronger, 

because there is a presumption that the patent is valid 

over art that was considered, although the presumption 

is rebuttable. 35 U.S.C. Section 282. If the applicant knew 

of relevant art but failed to cite it, then the patent may be 

invalidated due to the applicant’s failure to fulfill the duty of 

candor, which requires an applicant to disclose any relevant 

art of which he or she is aware in the course of prosecution. 

37 C.F.R. Section 1.56.

Patents that claim priority from other patents or applications 

are subject to additional avenues of attack. If a patent claims 

priority from an earlier provisional application, and the 

provisional application fails to fully support the claims, then 

the priority claim can be defeated. Similarly, a patent that 

claims priority as a continuation or continuation-in-part can 

lose the benefit of the earlier priority date if the specification 

of the parent application does not adequately support 

its claims. Therefore, for any patent that claims priority 

from another patent or application, one should review the 

specification of any parent application.

Conclusion

Evaluation of a patent is a multifaceted exercise that often 

requires the skill and expertise of an experienced patent 

practitioner. However, these basic principles are the 

cornerstones of such analysis and a good starting point in 

any attempt to ascertain the overall value of a patent.

Amir H. Raubvogel is an attorney in the intellectual property 

group of Fenwick & West LLP, focusing on patent prosecution 

and strategic intellectual property counseling. 

© Amir H. Raubvogel, 2003-2004
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The Federal Circuit (CAFC) has narrowly denied a request to 

rehear en banc the case of Univ. of Rochester v. G.D. Searle 

& Co., 2004 U.S. App. 375 F.3d 1303. The case highlights 

a debate about the “written description” requirement of 

the Patent Act, which requires that a patent specification 

“contain a written description of the invention, and of the 

manner and process of making and using it, in such full, 

clear, concise, and exact terms as to enable any person 

skilled in the art . . .  to make and use the same, and shall 

set forth the best mode contemplated by the inventor of 

carrying out his invention.”  35 U.S.C. § 112 (2004).  

Opponents argue that beyond enablement and best mode, 

the only purpose of the written description requirement is 

to police priority claims. Prior to 1997, the Federal Circuit 

and its predecessor court, the Court of Customs and Patent 

Appeals held that an earlier-filed priority application must 

describe any invention claimed in a later application, 

otherwise the later claims were not entitled to the earlier 

priority date for lack of written description.  

In 1997, the Federal Circuit held in Regents of the Univ. of 

Cal. V. Eli Lilly and Co., 119 F.3d 1559 (Fed. Cir. 1997), that 

because the University of California’s patent only described 

human insulin cDNA in general terms, claims to the human 

insulin cDNA were invalid for lack of written description.  

For the first time, the court in Lilly did not test a later claim 

amendment against the specification for priority, but used a 

new disclosure requirement in place of the enablement test.  

Subsequently, in Enzo Biochem, Inc. v. Gen-Probe Inc., 

285 F.3d 1013 (Fed. Cir., 2002), the Federal Circuit held 

that a sequence listing deposited in a publicly-accessible 

depository did not satisfy the written description 

requirement.  Following a public outcry, the Federal Circuit 

vacated its decision and issued a new opinion, Enzo 

Biochem, Inc. v. Gen-Probe Inc., 323 F.3d 956 (Fed. Cir., 

2002) (Enzo II).  Enzo II held, seemingly inconsistent with 

Lilly, that a sequence deposit available to the public can 

indeed satisfy the written description requirement.

Last February, a panel of the Federal Circuit held invalid 

claims of a patent by the University of Rochester for lack of 

written description for failing to describe a selective COX-2 

inhibitor. Univ. of Rochester v. G.D. Searle & Co, 358 F.3d 916 

(Fed. Cir. 2004).   Although the patent disclosed sequences 

for COX-2, it did not identify any compounds that would bind 

selectively to (and thus inhibit) COX-2.  

In voting to deny rehearing, Judge Lourie argues that the law 

is clear.  “There is and always has been a separate written 

description requirement in the patent law.”  Judge Newman 

shares Judge Lourie’s view but writes, “this question has 

percolated enough; it is ripe for en banc resolution.”  Judges 

Rader, Gajarsa and Linn analyzed cases decided under the 

written description provision, maintaining that a separate 

written description requirement other than for policing 

priority contravenes controlling precedent.  The judges of 

the Federal Circuit appear both polarized and entrenched 

with respect to this issue.  Ultimately, a case on written 

description will be heard en banc, or on grant of certiorari 

by the Supreme Court.  Until then, the outcome of patent 

appeals having written description questions may depend 

largely on the panel that is drawn. 

“Written Descriptions” under  
the Patent Act
 
by daniel brownstone
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Although companies race to the U.S. Patent and Trademark 

Office to build their patent portfolios, technically, a 

company is not granted a patent. In the United States, only 

the inventor or inventors may apply for a patent for their 

invention.

In common practice, of course, a company usually files 

a patent application for an invention on behalf of the 

inventors, usually employees of the company. But this 

begs the question: Who are the true inventors for a patent 

application?

Unfortunately, this inventorship question can upset the 

sensitivities and egos of people within a company, inflaming 

interoffice politics and dividing research and development 

teams. Being named an inventor can be a source of 

pride, and many companies offer financial incentives for 

employees who submit invention disclosures on their new 

ideas.

It is not surprising, therefore, that most people would like to 

be included on a patent application as a joint inventor, even 

when their connection to the invention is slight. Conversely, 

being left off a patent application can cause hurt feelings 

and create resentment. Many of these problems stem from 

a lack of understanding of patent law - namely, the test for 

exactly what makes an inventor an inventor.

The inventorship test is designed to answer a narrow legal 

question, not to recognize in a broad sense all types of 

employee achievement. As such, there is a fundamental 

disconnect between what activity constitutes invention and 

what activity is otherwise meritorious for an employee of 

a technology company. Knowledge of the legal standard 

coupled with an understanding of this disconnect should 

help to resolve the inherent conflicts that can arise with 

inventorship issues.

The legal standard for inventorship is complex and can 

be a difficult question even for an experienced patent 

practitioner. The U.S. Court of Appeals for the Federal Circuit 

recently recognized, “The line between actual contributions 

to conception and the remaining, more prosaic contributions 

to the inventive process that do not render the contributor a 

co-inventor is sometimes a difficult one to draw.” Eli Lilly & 

Co. v. Aradigm Corp., 376 F.3d 1352 (Fed. Cir. 2004).

But every day, patent applicants do draw this line, and they 

often do so incorrectly.

Inventorship is simple when a single person develops a idea 

unaided by others. That person is clearly a sole inventor. 

But this sole-inventor scenario is not often found in a 

company where groups of people work together to develop a 

product. Joint inventorship issues thus arise, and it becomes 

necessary to evaluate whether the contribution of each 

individual in the group constitutes sufficiently inventive 

activity.

Joint inventorship is provided for in the Patent Act, 35 

U.S.C. Section 116, which states in relevant part, “When 

an invention is made by two or more persons jointly, they 

shall apply for patent jointly and each make the required 

oath, except as otherwise provided in this title. Inventors 

may apply for a patent jointly even though (1) they did not 

physically work together or at the same time, (2) each did 

not make the same type or amount of contribution, or (3) 

each did not make a contribution to the subject matter of 

every claim of the patent.”

Notably, the Patent Act does not expressly establish a 

minimum threshold of inventive activity needed to make 

someone a joint inventor. Anyone who contributes to any 

aspect of the invention may be a joint inventor, even though 

that aspect may be only a small part of the overall invention. 

But because an inventor may contribute to any part of 

Correct Inventorship Prevents Patent 
Application Headaches 
Daily Journal - Oct 8, 2004 

by robert hulse
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the invention, it is necessary to define the invention with 

precision.

In a patent application, the invention is defined by the 

claims. This leads to the corollary that someone can be a 

joint inventor if that person contributes only a single claimed 

feature of one claim in a patent application. Of course, if 

that claimed feature is ever canceled from the application’s 

claims, that person is no longer an inventor.

Although there is no minimum contribution requirement, 

the law does outline the nature of the contribution required 

of each inventor. In some areas of patent law, invention is 

defined as conception of an inventive idea coupled with a 

reduction to practice to create a working example of that 

idea. But the Federal Circuit has explained that only the 

mental aspect of this activity is relevant to determining 

inventorship: “Conception is the touchstone of inventorship, 

the completion of the mental part of invention.” Burroughs 

Wellcome Co. v. Barr Laboratories Inc., 40 F.3d 1223 (Fed. Cir. 

1994).

As the court held, the inventors are those who thought of 

the idea, not those who only realized the idea. As such, 

discovery that an idea works and reduction of that idea to 

practice are irrelevant for inventorship.

Joint inventorship also requires some element of joint 

behavior, such as collaboration between or among the joint 

inventors. As the Eli Lilly court explained, “[a] joint invention 

is the product of collaboration of the inventive endeavors 

of two or more persons working toward the same end and 

producing an invention by their aggregate efforts.”

While joint inventors need not work directly together 

at the same time and in the same place, there must be 

some collaboration or concerted effort between them. For 

example, a latter worker who was unaware of the efforts of 

an earlier worker in the same company is not a joint inventor 

with the earlier worker.

This brief summary of the law illustrates that the 

inventorship question has many pitfalls, and there are 

several ways to name inventors on a patent application 

improperly. But through diligence, companies can watch 

out for and avoid the more common errors. While not an 

exhaustive list, many of the common errors involve three 

types of people who are often misnamed as inventors: the 

“supervisor,” the “implementer,” and the “expert.”

The supervisor is typically the leader or technical head of 

a research and development team whose duties include 

directing development activities of the team and approving 

their ideas. The supervisor is therefore intimately involved 

with the development of the team’s new ideas.

As an experienced technologist, the supervisor often 

provides a general statement of the problem to be solved 

and guides the efforts of the team in the course of solving 

that problem. And when the team produces an invention 

disclosure for a patent application, it is no surprise to see 

that the supervisor is listed as an inventor.

This is especially true when the researchers come from an 

academic environment, where attribution for research is 

more freely given to a lead professor.

The supervisor undoubtedly has played an important role in 

the development of the new idea. But mere direction of the 

inventive activity of others is not itself inventive activity, nor 

is the approval of that inventive activity after it has occurred. 

Again, inventorship requires conception of the idea, and 

the typical contributions of a supervisor do not necessarily 

qualify.

Of course, a supervisor certainly may contribute to the 

conception of an idea, especially where the invention 

lies within the high-level concept rather than in the 

implementation details. However, a supervisor should not 

be listed as a joint inventor without first identifying such a 

contribution.

The implementer is another person who is often identified 

improperly as a joint inventor. The implementer brings to 

physical reality what others have conceived, often spending 

a significant amount of time and effort toward that end. 

But no amount of work can transform reduction to practice 

of an idea into its conception: “One does not qualify as a 

joint inventor by merely assisting the actual inventor after 

conception of the claimed invention.” Ethicon Inc. v. United 

States Surgical Corp., 135 F.3d 1456 (Fed. Cir. 1998).

This result seems unfair, because the implementer may 

in fact contribute much more time and resources to 

the product development cycle. But again, one should 

consider the disconnect between the law and reality: The 

law of inventorship is concerned with satisfying a legal 

test, not with bringing the invention to market or making 

money for the company. Like the supervisor, of course, the 
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implementer may be a joint inventor, but not as a result of 

the implementation efforts.

For example, many problems are not discovered until an 

idea is carried out, and the implementer’s solution to these 

problems and other improvements on the original concept 

may become part of the invention itself. Of course, these 

improvements are part of the invention only if they are 

claimed in the patent application.

The expert is another commonly mislabeled inventor. The 

expert is typically an independent contractor or a university 

professor who is tapped for the expert’s vast scientific 

knowledge in the field of the invention. Because of the 

technical nature of the expert’s contribution, which directly 

concerns the subject matter of the invention, the sufficiency 

of the contribution is rarely questioned. But it should be.

Someone who explains what is known in the art, even if 

known only by a select few experts, is not an inventor. 

Explanation of known science is not conception of 

the invention, which necessarily involves elements or 

combinations that go beyond the known state of the art. 

Hess v. Advanced Cardiovascular Systems, 106 F.3d 976 (Fed. 

Cir. 1997). Like the supervisor and the implementer, the 

expert’s contribution to conception of the claimed invention 

must be clearly identifiable, or the expert is not an inventor.

Unlike intentional errors, an innocent mistake of including 

or even omitting an inventor does not by itself invalidate a 

patent. Despite this, however, it is best to resolve the issue 

correctly before filing a patent application.

Determining the correct inventorship before filing a patent 

application can foreclose future headaches, including the 

costs associated with correcting inventorship, or, worse, 

the cost of litigating the issue if the patent is ever asserted. 

Improper inventorship also can call the ownership of a 

patent into question, because every inventor has an equal, 

undivided interest in a patent unless and until that property 

interest is transferred by law.

Careful consideration should be made, therefore, not only 

to include any inventors who contributed to the conception 

of the claimed invention but also not to misidentify 

individuals who have not made such a contribution. Last, 

everyone involved in this determination should recognize 

the inventorship question for what it is, a legal test, not a 

measure of a one’s worth or contribution to the company.

Robert Hulse is an associate in the intellectual property 

group of Fenwick & West in Mountain View.



  fenwick & west  1

For the past five years, and arguably longer, the U.S. 

Court of Appeals for the Federal Circuit has used two 

competing approaches to patent claim construction. The 

two approaches place primary reliance, respectively, on the 

patentee’s use of a term in the patent specification and the 

“ordinary meaning” of a term as found in general purpose 

and/or technical dictionaries.

The approach used in any given case depends on the 

makeup of the Federal Circuit panel deciding the case, which 

has led to unpredictability in the Federal Circuit and lower 

courts and made writing and litigating patent cases arduous 

for patent attorneys.

The court is primed to address the competing approaches to 

patent claim construction with an eye toward resolution of 

the issue. Earlier this year, the court granted a petition for 

an en banc rehearing of Phillips v. AWH Corp., 376 F.3d 1382 

(Fed. Cir. 2004).

Phillips involved patent infringement and trade-secret 

appropriation claims with respect to a patent directed to 

vandalism-resistant building modules. In April of this year, 

the court affirmed summary judgment on the issues in 

favor of AWH in Phillips v. AWH Corp., 363 F.3d 1207 (Fed. 

Cir. 2004). However, the court withdrew the decision in July 

in Phillips and ordered rehearing of the appeal en banc to 

resolve issues concerning patent claim construction.

In the order granting the rehearing, the court proposes to 

address several patent claim construction issues, including 

a re-evaluation of the two current approaches to claim 

construction.

Specifically, the court has asked the parties and amicus 

curiae to submit briefs directed at several questions:

■  Whether reference to dictionaries, the patentee’s use of 

the term in the patent specification, or both, best serve 

the public-notice function of patent claims. 

■  If dictionaries are best, which dictionaries should be 

used, how should they be applied, and what is the role of 

the specification. 

■  If the specification is best, what is the role of dictionaries 

in the analysis. 

■  Whether the two approaches instead should be treated 

as complementary to create a dual restriction on claim 

scope. 

■  Whether the court should give any deference to trial-

court claim construction. 

The court seems focused on resolution of the issue for the 

purpose of providing sufficient public notice, thus increasing 

the certainty of the process.

Patent claim construction has a long history. The issue most 

often is associated with Markman v. Westview Instruments 

Inc., 52 F.3d 967 (Fed. Cir. 1995) (en banc), affirmed, 517 U.S. 

370 (1996).

Markman is most well-known for the principle that claim 

construction is an issue of law, reviewable de novo by the 

Federal Circuit. Also addressed in Markman was precedent 

tracing back to Autogiro Corporation of America v. U.S., 

384 F.2d 391 (Ct. Cl. 1967), in which the predecessor to the 

Federal Circuit indicated that the three sources to consider 

for claim construction were the claims themselves, the 

patent specification and the prosecution history (collectively 

referred to as the intrinsic record).

In this discussion, the court noted that reference to evidence 

extrinsic to these sources should be eschewed. This 

approach is the second of the two approaches.

‘Phillips’ May Decide Conflict In  
Patent Claim Construction  
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In a more recent line of cases, most notably Johnson 

Worldwide Associate. v. Zebco Corp., 174 F.3d 985 (Fed. Cir. 

1999), and Texas Digital Systems v. Telegenix, 308 F.3d 1193 

(Fed. Cir. 2002), the court focused on the concept of the 

“ordinary meaning” of the claim terms, with reference to 

technical and general-purpose dictionaries as sources for 

determining ordinary meaning.

In these cases, the court indicated that ordinary meaning 

should be determined as a preliminary step before turning 

to the intrinsic record to identify, for example, which 

dictionary definition is most consistent with the inventor’s 

usage.

Rather than overturning the decisions of earlier cases 

favoring the patent specification and prosecution history, 

the court specifically referred to the earlier cases and 

expressed distaste for referring to dictionary definitions as 

“extrinsic.” This method has become the other competing 

approach to claim construction.

One difficultly with the use of these two approaches has 

arisen from the fact that analysis under one approach often 

yields a different outcome from analysis under the other 

approach. A second problem stems from the fact that claim 

construction under each of the two approaches considered 

individually also has been somewhat inconsistent.

The result has been inconsistent decisions by the Federal 

Circuit, as well as uncertainty and a high reversal rate 

for lower-court decisions attempting to apply the two 

approaches. In addition to the difficulty that courts and 

patent litigators face in addressing cases under these 

circumstances, patent prosecutors also face uncertainty 

in drafting patent applications that will hold up under the 

scrutiny of this uncertain standard.

Neither of the approaches is without problems. Proponents 

of the ordinary-meaning approach criticize primary reference 

to the intrinsic record as likely to cause meaning to be 

“read into” the claims from language in the specification 

rather than presuming that the claim terms are used in their 

ordinary sense.

Critics of the ordinary-meaning analysis point to both 

variances between dictionary definitions, noting that which 

dictionary is relied on can determine the outcome of the 

case, and to the fact that the court has on occasion sua 

sponte decided cases using dictionaries not submitted by 

either party in a case, thus not allowing the parties to rebut 

the definitions.

With this split in the court’s jurisprudence, predicting what 

the court will decide and what impact the decision will have 

in practice is difficult. The court’s suggestion to treat the two 

approaches as complementary to create a dual restriction 

on claim scope seems a likely, albeit arguably problematic, 

candidate. One could argue that treating the approaches as 

complementary would not differ significantly from today’s 

practice.

For example, recent cases seemingly relying on one 

approach sometimes also mention the other approach either 

directly or as dicta or decline to address the issue if the case 

could be decided on other grounds.

Thus, this might be a favorable route for the court to take, 

and it would prevent the court from having to overrule prior 

cases specifically. However, this route also may be the most 

problematic for several reasons.

First, in light of the uncertainty existing as a result of the 

current practice, this outcome does little to help resolve 

that uncertainty short of spelling out a detailed approach 

for applying the dual method. Because of the fact-sensitive 

nature of the analysis, many scenarios likely will be left 

unaddressed even if the court attempts to spell out clearly 

the application of the dual method.

Second, assuming the court dictates the application of a 

dual standard specifically, the courts, including the Federal 

Circuit, would be new to applying it; it generally takes some 

time before the parameters of applying the standard become 

clear. In addition, because the lower courts often look to 

Federal Circuit precedent for guidance in deciding cases, 

building such precedent will take time.

On the other hand, deciding to use one or the other of the 

existing approaches also has its drawbacks. If the court 

decides to follow the ordinary-meaning approach, it would 

mean a departure from the many years of precedent before 

Johnson Worldwide, in which dictionaries were used only in 

rare cases.

If the court decides to follow the intrinsic-record approach, 

Johnson Worldwide, Texas Digital Systems and several other 

cases in between arguably no longer would be good law. The 

court likely would be hesitant to take either of these routes.
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Finally, the court has opened the door to a re-examination 

of the well-established Markman standard — claim 

construction is a matter of law — with the question of 

whether any deference should be given to lower-court 

decisions.

In his dissent to the Phillips order, Chief Judge Haldane R. 

Mayer focused on this aspect of the upcoming case, blaming 

a decade of confusion on “the fiction that claim construction 

is a matter of law” and arguing that, until the Markman 

standard is reconsidered and the factual underpinnings of 

claim construction taken into account, any attempt to refine 

the process is futile.

While Mayer’s view is unlikely to prevail in the en banc 

decision in Phillips, because it would change a decade of 

accepted claim construction precedent, it further exemplifies 

the disagreement among Federal Circuit judges on the 

correct approach to claim construction.

As the en banc decision in Phillips draws near, whether 

the decision will lead to greater certainty in patent claim 

construction cases remains an open question. That question 

may remain even after the decision is handed down.

However, the standard for patent claim construction does 

seem likely to change soon.

Jennifer R. Bush is an associate in the intellectual property 

group of Fenwick and West in Mountain View.
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Technical standards are often used to ensure that products 

from different companies will interoperate. Many of these 

standards are created by a standards body composed of 

companies interested in influencing the particular standard 

at hand. In a typical process, proposals for the standard 

are solicited. Members of the standards body then debate 

and adopt a standard based on the proposals and feedback 

from the industry at large. Ideally, other participants in the 

industry would then follow the adopted standard, ensuring 

interoperability between products.

Patents pose a particularly thorny issue for standards. 

By definition, the ideal standard is one that is adopted 

by all companies in an industry. However, if a patentee 

owns a patent that would be infringed by compliance with 

the standard, the patentee can effectively hold the entire 

industry hostage since all industry participants would be 

infringing.  

In an attempt to address this issue, standards bodies 

typically have a patent policy that describes various 

participants’ obligations with respect to their patent 

portfolio. While patent policies can vary significantly 

in their details, they usually follow one of two general 

approaches. The first approach is centered on disclosure.  

Participants are required to identify to the standards 

body any patents that are relevant to the standard being 

considered. The standards body can then take this 

factor into account when setting the standard. The other 

common approach is centered on compulsory licensing. 

Participants are required to license any patents that are 

relevant to the standard, typically on “reasonable” and 

“nondiscriminatory” (RAND) terms. The underlying notion 

is that the patentee is permitted to reap the rewards for its 

patent so long as the effect on the industry is not overly 

burdensome (the reasonableness requirement) and does not 

tip the marketplace in favor of any particular company (the 

nondiscriminatory requirement).

Unfortunately, most patent policies fall short of eliminating 

the patent issue. This is partly because the patent policies 

themselves are not as fully developed or as well drafted as 

they could be, resulting in ambiguity in the policy itself. 

For example, many patent policies may have significant 

ambiguities regarding who is bound by the policy and 

for how long, which patents and patent applications are 

affected and/or the procedure for complying with the 

obligations under the patent policy. In addition, even if a 

patent policy was unambiguous regarding its obligations, 

almost all patent policies do not specify the remedy for 

breaching an obligation. By default, then, the task of crafting 

a remedy falls to the courts and the law.  

In a typical situation, a patentee brings a lawsuit alleging 

that a defendant’s standards-compliant product infringes 

the patentee’s patent. The defendant makes a defense 

based on the patentee’s obligations under the standard 

body’s patent policy. One common defense theory is that the 

patentee’s actions vis a vis its participation on the standards 

body have created an equitable estoppel that bars the 

current infringement suit. Another common theory is that by 

bring the infringement suit, the patentee has breached its 

contract obligations under the patent policy.  

In order to prevail under the equitable estoppel theory, 

the defendant must show that the patentee’s conduct was 

misleading, that the defendant relied on the misleading 

conduct, and that the defendant would be materially 

prejudiced if the patent is enforced. In the context of a 

patent infringement suit, the third element of material 

prejudice typically will naturally follow if the first two 

elements of misleading conduct and reliance are found.  

The first element of misleading conduct can be either a 

misleading act or a misleading omission, but it must be 

misleading. This generally requires bad faith or a more 

malicious intent but does not require a specific intent to 

mislead. Significantly, neither strict liability nor simple 

The Interplay Between Standards 
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negligence qualifies as misleading. For example, in the case 

of a disclosure obligation, an accidental failure to disclose a 

relevant patent typically would not satisfy this first element. 

Similarly, if the patentee conducted a good faith effort to 

find relevant patents but simply overlooked the patent 

in suit, then the first element typically would not be met. 

However, repeated, persistent silence where the patent 

policy confers an affirmative duty to speak generally would 

qualify as misleading conduct.  

For the second element, the defendant must rely on the 

misleading behavior. If the defendant was not aware of the 

behavior, then it could not possibly have relied upon the 

behavior and equitable estoppel will not be found. Typically, 

a defendant argues that the patentee’s failure to disclose 

a relevant patent led the defendant to believe that either 

the patentee did not have any relevant patents or would not 

enforce relevant patents. Alternately, a defendant may argue 

that the standards body would have adopted a different non-

infringing standard if the patent had disclosed the relevant 

patent.

In the case of a disclosure obligation, if the defendant 

prevails in its equitable estoppel defense, the remedy is 

usually a complete bar to the infringement action.  

The case of a RAND obligation is less clear. Assuming that 

the patentee has met any disclosure obligation or that there 

is no disclosure obligation, and that the defendant alleges 

simply that the patentee has not offered a license on RAND 

terms, it is generally more difficult for the defendant to 

show the elements required for equitable estoppel. Much of 

the difficulty stems from the fact that most patent policies 

do not define either “reasonable” or “nondiscriminatory.” 

Even if the defendant prevails, the remedy likely is that the 

patentee will be required to offer a license to the defendant 

on RAND terms, which again depends on the issue of what is 

“reasonable” and “nondiscriminatory.” 

Under the contract theory, the defendant typically argues 

that the patentee breached a contractual obligation of 

some sort and the defendant is now entitled to remedies 

for the breach. This defense theory is usually weaker 

than the equitable estoppel defense because there must 

be a contractual obligation between the patentee and 

the defendant and the remedies are limited to contract 

remedies.

In many cases, it may not be clear even whether any contract 

has been formed. In the clearest cases, the patentee 

will have executed some sort of express agreement, for 

example a membership agreement to become a member 

of the standards body. In less clear cases, the defendant 

may allege a contract obligation based on the bylaws of 

the standards body and the patentee’s express or implied 

consent to abide by the bylaws. In even less clear cases, the 

patentee may not have executed any written agreements but 

the defendant bases his defense on an implied obligation to 

follow the patent policy of the standards body.  

Even when there is a clear contract, the defendant must have 

some connection to the contract in order to have standing to 

claim breach of contract remedies. If the contract is between 

members of the standards body, then a nonmember 

defendant may not have standing to sue. Presumably, only 

other members would have standing. It is even possible that 

the contract is between each member and the standards 

body, in which case the standards body itself may be the 

only entity with standing. A nonmember defendant may have 

standing as a third party beneficiary. However, absent some 

express statement that nonmembers are intended third 

party beneficiaries, they typically would be classified as 

incidental beneficiaries without standing.

Even if the defendant prevailed on a breach of contract 

claim, contract remedies are not well suited for this type 

of breach. Conventional contract remedies are based on 

damages required to put the aggrieved party in the same 

position he would have been, had the other party not 

breached.  

In the case of a breach of a disclosure obligation, those 

damages are not well defined. Exactly what position would 

the defendant be in if the patentee had disclosed his 

relevant patent? Would a different standard have been 

adopted? Would the defendant have changed his design 

to be non-infringing? Would the defendant have avoided 

entering this market entirely? Would the defendant have 

taken a license earlier at a lower rate? Specific performance 

may be available, but in this case specific performance is 

inadequate since it would require only that the patentee 

disclose his relevant patent, which it has already done in 

bringing suit. 

The situation for a RAND obligation is better defined. 

Requiring the patentee to grant a license to the defendant 

at a RAND rate or capping damages for the infringement 

suit at the RAND rate would seem to both fall within the 

scope of a specific performance remedy and adequately 

address the breach of the RAND obligation. However, this 



 

3 the interplay between standards bodies and patents  fenwick & west

remedy again raises the issue of what is reasonable and 

nondiscriminatory.

In conclusion, the issue of a patented standard is one that 

is growing in importance as standards play an ever greater 

role in technology development. The current situation is 

markedly improved compared to efforts from prior years but 

still contains significant uncertainty for companies entering 

this arena.

Michael Farn is an associate at Fenwick & West LLP. Mr. Farn 

specializes in intellectual property matters for technology 

companies. 
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Patents deployed for strategic business purposes in a 

licensing or litigation context must be carefully studied 

to determine the strength of their claims. For potential 

licensors, licensees, plaintiffs or defendants, ascertaining 

the strength of the patent claims is an important factor in 

understanding whether a patent will withstand an attack on 

its validity and scope. At stake may be millions of dollars in 

licensing fees or patent damages awards. With such high 

stakes at issue, one potentially valuable administrative 

process available to determine the validity of patent claims 

is a patent reexamination. What is patent reexamination? 

What are the pros and cons when devising business and 

legal strategies involving this potentially useful, but 

underutilized, process?

A reexamination is an administrative process in the U.S. 

Patent Office in which a previously issued U.S. patent 

is examined to determine whether claims of that patent 

are valid (and patentable) in view of prior art reference 

documents. Reexamination can be either ex parte per 35 

USC Section 301, et seq., or inter partes per 35 USC Section 

311, et seq.

Ex parte means the reexamination proceedings are primarily 

between an examiner at the Patent Office and a patent 

owner. Ex parte patent reexamination was first introduced 

in 1980. Congress’ intent behind reexamination, as noted 

by the Federal Circuit in Patlex Corp. v. Mossinghoff, 758 

F.2d 594, 601 (Fed. Cir. 1985), was (1) to settle validity 

disputes more quickly and less expensively than protracted 

litigation, (2) allow courts to refer patent validity questions 

to the Patent Office and (3) reinforce investor confidence in 

certainty of patent rights by providing the Patent office with 

a broader opportunity to review doubtful patents.

Patent owners have found advantages of ex parte 

reexamination to include determining the validity and 

scope of their patents in a less threatening environment 

than litigation. Moreover, patent owners have control over 

the process because they may amend their claims, present 

arguments to the examiner and interview the examiner in 

an effort to maintain a valid patent in view of the prior art. 

However, a significant risk for patent owners is invalidation 

of their patent if the examiner and appeals process finally 

reject all claims.

For third parties, a benefit of ex parte reexamination is 

challenging a patent in a less costly forum than in litigation. 

Further, for complex technology a patent examiner may have 

better perspective to analyze invalidating prior art than 

judges and juries. Strategically, the third-party may use the 

process to limit the claims sufficiently to avoid infringement 

or stay a patent litigation or judgment in court until the 

Patent Office has an opportunity to determine the validity 

of the patent. However, despite Congress’ intent behind ex 

parte reexamination, third parties have not used the process 

as frequently as anticipated. One reason is third parties 

are unable to partake through the entire proceedings in a 

meaningful manner.

To address these concerns Congress introduced inter 

partes reexamination as a part the American Intellectual 

Property Act of 1999. Inter partes means that the third-

party may actively participate in the reexamination process 

between the examiner and the patent owner. Hence, third 

parties have an opportunity to actively argue or present 

evidence in rebuttal during the process. The third-party 

may also appeal an adverse decision by an examiner to the 

Patent Office Board of Appeals and Interferences, the U.S. 

District Court for the District of Columbia, or to the Federal 

Circuit. See Patent and Trademark Authorization Act of 

2002 (“Amendment”). Strategically, because the process 

is not burdened by rules of litigation (e.g., discovery, 

motions, etc.), inter partes reexamination can be faster at 

resolving disputes. Further, unlike litigation, patents are not 

presumed valid in inter partes reexamination. Therefore, a 

third party does not have to provide “clear and convincing” 

proof to invalidate a patent. Thus, for complex technology 

it may be easier to convince an examiner to invalidate or 

narrow patent claims rather than a judge or jury.

Underutilized Patent Reexaminations 
Can Improve Business Strategy
by rajiv p. patel
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However, there are two significant drawbacks of inter partes 

reexamination. First, it is only available for reexamination 

of patents filed on or after Nov. 29, 1999. Hence, the 

process is unavailable to challenge a substantial number 

of patents. Second, the third-party is estopped from later 

asserting in any civil action, or in a subsequent inter partes 

reexamination, the invalidity of any claim finally determined 

to be valid on any ground the third party requester raised or 

could have raised in the inter partes reexamination. Hence, 

without alternative prior art available, a third party could 

be defenseless in subsequent invalidity challenges in the 

Patent Office or in court.

Below is a brief overview of the reexamination processes. 

The overview describes processes applicable to both ex 

parte and inter partes reexamination and ex parte and inter 

partes reexamination specific processes.

Patent Office rules provide that any person at any time 

during the period of enforceability of a patent may initiate 

reexamination. The Patent Office, the patent owner, or a 

third party may initiate a reexamination process. When 

initiated by a third party, that third party need not identify 

themselves in ex parte reexamination. By contrast, in 

inter partes reexamination the third party must identify 

themselves as the real party in interest because the third 

party (including its privies) may not file subsequent inter 

partes reexamination requests while one is pending.

Both ex parte or inter partes reexamination may be initiated 

when there is “a substantial new question of patentability.” 

This new question of patentability must be based upon prior 

art, namely another patent or printed publication. Prior 

to the Amendment, only prior art not previously before an 

examiner at the Patent Office could be used to initiate a 

reexamination proceeding per In re Portola Packaging, Inc, 

110 F.3d 786 (Fed. Cir. 1997). The Amendment overturned the 

ruling in Portola Packaging so that any prior art document, 

including one previously cited, can now be used to initiate 

reexamination provided it raises a substantial new question 

of patentability.

As noted above, the ex parte reexamination process 

ultimately involves only the examiner and the patent owner. 

Nevertheless, when a third party initiates reexamination, 

the process is initially quasi-inter partes. Specifically the 

third party files a Request for Reexamination (“Request”), 

which sets forth a substantial new question of patentability 

of the patent claims using at least one prior art document. 

Within three months, the Patent Office determines whether 

to grant the Request. If the office agrees to grant it, the 

patent owner may optionally file a Patent Owner’s Statement 

(“Statement”) in response to the initiation of reexamination. 

The statement must point out why the patent claims are not 

anticipated or rendered obvious by the prior art. If the patent 

owner files the statement, the third party can file a Reply to 

the Statement (“Reply”). Thereafter, the third party does not 

participate in the reexamination process, although the third 

party is sent copies of all the papers in the proceeding.

As between the examiner and the patent owner, the 

remainder of the ex parte reexamination process is very 

similar to examination of a patent application. Specifically, 

an examiner issues an Office Action setting forth whether 

claims are rejected and on what basis. Thereafter, the patent 

owner must respond within a set time limit. Once the claims 

are acceptable to the examiner, the Patent and Trademark 

Office issues a reexamination certificate that shows which 

claims were reexamined and their present scope.

As previously noted, in inter partes reexamination a third 

party actively participates in the reexamination proceedings. 

Initially, inter partes reexamination begins similarly to 

ex parte reexamination with the filing of a Request and 

consideration by the Patent Office. If the Patent Office 

orders an inter partes reexamination, an examiner provides 

an Office Action that details whether and what claims are 

rejected and on what basis. The patent owner must respond 

to the Office Action within a set time limit, including making 

claim amendments where necessitated. Thereafter, the 

third party may respond each time the patent owner files a 

response. Thus, the third party can present new arguments 

and submit new evidence in rebuttal if the patent owner 

presents new evidence or raises new issues relating to 

patentability.

With careful consideration of its pros and cons in matters 

involving patent strategy, patent licensing, or patent 

litigation, reexamination can be a strategic, cost effective 

mechanism to either strengthen (as a patent owner) or 

weaken (as a third party) a patent portfolio. Moreover, both 

Congress and the Patent and Trademark Office are carefully 

monitoring reexamination to determine how to make the 

process more equitable for third parties with respect to 

estoppel issues. As this area of patent law continues to 

evolve, patent reexamination may gain further momentum 

as a strategic business and legal mechanism.

Rajiv P. Patel is a partner in the intellectual property group of 

Fenwick & West LLP in Mountain View, Calif. 
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Two recent administrative decisions test the limits of the 

Bureau of Competition’s (Bureau) ability to use Section 5 

of the Federal Trade Commission (FTC) Act1  to police the 

conduct of patent owners in a standard setting process. 

In the Matter of Rambus Inc.,2 the Administrative Law 

Judge (ALJ) issued a 334-page opinion dismissing the 

Bureau’s complaint against Rambus following a 54-day 

administrative trial, finding an abject failure to establish 

any of the elements of a Section 5 violation other than 

the requirements of interstate commerce, relevant market 

and monopoly power. In the Matter of Union Oil Company 

of California [Unocal],3 a different ALJ issued a 70-page 

opinion dismissing the Bureau’s complaint against Unocal 

on motion, based on the application of Noerr-Pennington 

petitioning immunity to the alleged misconduct directed 

toward the California Air Resources Board (CARB) and 

a lack of subject matter jurisdiction with respect to any 

independent misconduct directed toward two private 

industry groups.

Both opinions are initial decisions currently on appeal to the 

Commission.4 With the caveat that the Commission has yet 

to have its say in Rambus and Unocal, this article examines 

some difficult issues raised by the ALJ decisions as they 

relate to patent rights and the standard setting process:

■ Whether the conduct of a patent owner in the context 

of a standard setting process ever rises to the level of a 

Section 5 violation absent some evidence of exclusionary 

or anticompetitive acts violating the spirit if not the letter 

of the antitrust laws 

■ Whether it is practicable and advisable for a standard 

setting body to mandate strong and clear policies and 

rules relating to affirmative disclosure of patents and 

patent applications 

■ Whether the Commission has subject matter jurisdiction 

over Section 5 complaints that necessarily involve 

questions of patent scope and essentiality, which are 

central to a standard setting process 

The article concludes with a consideration of whether the 

1996 Dell consent decree5  continues to have vitality in 

spawning Section 5 litigation targeted at perceived misuses 

and abuses of the standard setting process by patent 

owners.

Overview of the Rambus and Unocal Decisions

Both Rambus and Unocal began as administrative 

complaints issued by the Bureau under Section 5 of the 

FTC Act.6 In June 2002, the Bureau charged Rambus with 

three Section 5 violations arising out of an alleged pattern 

of anticompetitive and exclusionary acts and practices 

perpetrated on a standard setting body known as JEDEC:7  

(1) willful acquisition of monopoly power in a relevant 

synchronous DRAM8 technologies cluster market,9 (2) 

attempted monopolization of the relevant market, and (3) 

unreasonable restraint of trade in the relevant market using 

unfair methods of competition. Before answering, Rambus 

unsuccessfully requested a stay of the FTC proceeding based 

on the pendency of its appeal to the United States Court of 

Appeals for the Federal Circuit from an adverse jury verdict 

of fraud relating to the same standard setting process in 

Rambus Inc. v. Infineon Technologies AG10. The Federal 

Circuit subsequently reversed the fraud verdict—which 

would impact the ALJ’s decision, as explained later.

Before trial, Rambus’s defense was dealt what seemed a 

significant blow by the ALJ: seven rebuttable presumptions 

were imposed against Rambus based on a finding that it had 

committed spoliation of evidence.11 Trial began on April 30, 

2003 and the proceedings did not close until October 2003. 

In the initial decision that issued in February 2004, the ALJ 

concluded that complaint counsel had failed to prove its 

case on any of three alleged Section 5 violations.12 The ALJ 

found both the legal theories for imposing liability and the 

extensive factual record wanting.13 

Uses, Misuses and Abuses of the Standard 
Setting Process by Patent Owners:  
Is There Life After Dell?

by  henry c. su
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The ALJ found that JEDEC’s patent policy encouraged—but 

did not require—early, voluntary disclosure of essential 

patents and Rambus did not violate this policy in any 

way.14  Nor did Rambus ever commit any deceptive or 

misleading conduct or violate any “extrinsic duty” of good 

faith as a JEDEC member.15 To the contrary, Rambus did 

what it had a legitimate right to do as a patent owner in 

keeping secret patent applications that it had no affirmative 

obligation to disclose and in using the United States Patent 

and Trademark Office (PTO) procedures for continuation 

applications to obtain claims that better covered its 

technology as it was being adopted by JEDEC.16 Moreover, 

neither JEDEC nor the other members could be said to have 

been misled by Rambus’s conduct.17 Finally, and at least 

as importantly, Rambus’s conduct did not result in any 

anticompetitive effects.18 Its technology was demonstrably 

superior to that of the alternatives and that technical 

superiority resulted in its monopoly position and JEDEC’s 

adoption of the technology as part of the SDRAM and DDR 

SRAM standards.19 Given this set of facts, the ALJ did not see 

a viable legal theory that would support a Section 5 violation 

and therefore entered an order dismissing the complaint.20 

In March 2003, the Bureau charged Unocal with wrongful 

acquisition of monopoly power, attempted monopolization 

and unreasonable restraint of trade in violation of Section 

5, based upon a series of anticompetitive and exclusionary 

practices perpetrated on a California state agency known 

as CARB and on two private industry groups, the Auto/Oil 

Air Quality Improvement Research Program (Auto/Oil 

Group) and the Western States Petroleum Association 

(WSPA).21 According to the complaint, Unocal, through 

misrepresentations and omissions, had manipulated the 

administrative rulemaking proceedings of CARB so that 

they would lead to the adoption of Phase 2 regulations and 

standards for low emission, reformulated gasoline (RFG) 

that substantially overlapped with Unocal’s patents on 

RFG.22 It also participated in the Auto/Oil Group and the 

WSPA during the pendency of the rulemaking and made 

misrepresentations and omissions that caused these private 

groups not to take action to eliminate or minimize the impact 

of its patent position on RFGs.23 Finally, Unocal waited 

until shortly before the Phase 2 regulations took effect to 

announce its patent rights and engage in an enforcement 

program against “locked-in” gasoline refineries.24 

Unocal moved to dismiss the complaint on the ground that 

its conduct in the CARB rulemaking proceedings constitutes 

petitioning activity immune from antitrust liability under the 

Noerr-Pennington doctrine.25 It also moved to dismiss on the 

ground that the complaint fails to allege sufficiently that it 

possesses monopoly power or has a dangerous likelihood of 

possessing monopoly power.26 Subsumed within the latter 

motion was the issue of subject matter jurisdiction—whether 

the allegations of the complaint arise under patent law 

and whether the Commission has jurisdiction to decide 

substantial questions of patent law.27 

In November 2003, the ALJ granted Unocal’s motion.28 

He held that Noerr-Pennington squarely applied because 

the CARB rulemaking proceedings are quasi-legislative 

proceedings and CARB was not wholly dependent on Unocal 

for information.29 Moreover, it did not matter whether 

CARB knew that its regulations might amount to a restraint 

of trade.30 The ALJ further held that Noerr-Pennington 

grants immunity from Section 5 actions as well as other 

antitrust actions.31 Regarding Unocal’s conduct before 

the Auto/Oil Group and the WSPA, the ALJ reasoned that 

the same petitioning immunity would apply to the extent 

that statements made to these private groups were part 

of Unocal’s scheme to influence CARB to reach a favorable 

decision on the RFG regulations.32 

If, however, Unocal had made any statements to the Auto/

Oil Group or the WSPA that were not part of its petitioning 

to CARB, then dismissal of the Section 5 claims would still 

be proper based on lack of subject matter jurisdiction.33 

The ALJ reasoned that “[a]ny alleged harm beyond that 

caused by CARB’s regulations cannot be determined without 

knowing the scope of Respondent’s patents, whether or not 

Auto/Oil Group and WSPA could have invented around these 

patents, and whether any such newly created products or 

methods could have avoided infringement.”34 Substantial 

patent issues of this nature are within the exclusive, 

original jurisdiction of the federal district courts, and the 

Commission accordingly lacked subject matter jurisdiction 

to hear these issues.35 

What Type of Conduct in the Context of Standard Setting 

Violates Section 5 of the FTC Act?

The ALJ’s dismissal of the complaint in Rambus calls 

into question the type of conduct in the standard setting 

process that would constitute an “unfair method of 

competition” violative of Section 5. In his decision, the ALJ 

criticized complaint counsel’s lack of a viable legal theory 

and distinguished two principal authorities relied upon 

by complaint counsel, Indian Head, Inc. v. Allied Tube & 

Conduit Corp., 817 F.2d 938 (2d Cir. 1987), and In re Dell 

Computer Corp., 121 F.T.C. 616 (1996).36 The ALJ also rejected 

complaint counsel’s “lock-in” theory, finding that the record 
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did not support a conclusion that DRAM manufacturers 

were locked in to the JEDEC standards requiring the use of 

Rambus patents and were unable to switch to alternative, 

noninfringing standards.37 

The factual record, extensive though it was, did not add 

up to support complaint counsel’s legal theory. According 

to the ALJ, complaint counsel failed to prove a pattern of 

anticompetitive and exclusionary acts and practices that 

was to be the predicate for all of the charged violations 

of Section 5.38 Importantly, as the Federal Circuit had 

previously concluded in Infineon,39 the JEDEC patent policy 

in force during the period of Rambus’s membership did not 

create an affirmative duty of disclosure of patent rights.40 At 

most, it encouraged JEDEC members to disclose essential, 

issued patents.41 Moreover, the evidence did not support 

inferring a duty of disclosure from either a generalized 

“duty of good faith,” which was intended to dictate how 

JEDEC administrators should conduct the organization’s 

standard setting activities to ensure fair and unrestricted 

participation, or JEDEC’s overarching goal of developing 

“open standards,” which encouraged wide participation in 

standards development without regard to patent rights.42  

Rambus therefore did not violate any affirmative duty of 

disclosure.

Furthermore, Rambus’s refusal to provide details regarding 

its intellectual property position, its reservation of 

intellectual property rights upon withdrawal from JEDEC, and 

its use of continuation application practice to obtain broader 

claims covering the technologies being standardized did not 

amount to affirmative, misleading statements directed at 

JEDEC.43 Given that there was no duty to disclose, Rambus’s 

silence regarding its patent rights and patenting activities 

was not a misrepresentation. Indeed, other participants in 

the standard setting process already knew or should have 

known that Rambus was quietly acquiring patents relating to 

the SDRAM technologies under consideration.44 

The ALJ also held that Rambus did not commit any 

exclusionary conduct and that in any event, its conduct had 

not resulted in any anticompetitive effect. These adverse 

findings also doomed complaint counsel’s case. Specifically, 

Rambus had a legitimate business justification for wanting 

to keep the subject matter of its pending patent applications 

and its patent strategy secret from its competitors.45 The 

need to keep patentable subject matter a trade secret 

until claims are actually allowed and a patent is issued 

is a justifiable action.46 With respect to the absence of 

anticompetitive effects, the ALJ found, among other things, 

that Rambus’s challenged conduct “had no impact on DRAM 

prices, no effect on consumers, and no effect on the final PC 

market.”47 The licenses that Rambus was offering were both 

reasonable and nondiscriminatory in their terms.48 

The “profit sacrifice” test recently discussed in United States 

Supreme Court’s decision in Verizon Communications, 

Inc. v. Trinko49 supports the ALJ’s conclusion that Rambus 

did not engage in any anticompetitive or exclusionary 

conduct. Rambus’s offer of licenses on a reasonable and 

nondiscriminatory basis is wholly at odds with the agenda 

of a firm willing “to forsake short-term profits to achieve 

an anticompetitive end.”50 If, on the other hand, Rambus 

had been willing to forego a profitable stream of revenues 

and insisted on licensing its patents at unreasonably high 

rates, then such conduct would have been indicative of an 

anticompetitive strategy against DRAM industry participants 

who are now stuck with the patented technologies 

associated with a standard.

In summary, the ALJ did not view Rambus as having 

subverted the standard setting process to advance its own 

agenda with anticompetitive effect in the relevant SDRAM 

technologies markets. Rambus participated in JEDEC 

meetings to learn what the competition was developing in 

this technology arena but there was no prohibition against 

doing that or using that information in developing its own 

business and patenting strategies.51 To the contrary, other 

JEDEC members did the same thing and JEDEC points to the 

competitive advantages of membership as a way of enlisting 

new members.52 Also, Rambus’s refusal to provide details 

about its intellectual property position did not measurably 

differ from the stance taken by other JEDEC participants such 

as IBM and Hewlett-Packard.53 

The heavy focus on Rambus’s alleged subversion of the 

standard setting process has overshadowed an arguably 

bigger problem with complaint counsel’s case—the lack of 

proof of any anticompetitive effect. Rambus may be placed 

among the more recent Section 5 decisions that “have 

narrowed the scope of Section 5 by requiring a showing 

of actual anticompetitive effect from the challenged 

conduct.”54 It refuses “to rely on the incipiency doctrine as 

expressed in Brown Shoe to alleviate the burden of proving 

anticompetitive effects.”55 Although the Commission may 

be an “expert body charged with the practical application 

of [Section 5]” and tasked with defining “unfair methods 

of competition” that “exhibit a strong potential for stifling 

competition,”56 The Initial Decision of the ALJ in Rambus 

stands for the proposition that  the Commission may 
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not label and proscribe conduct as an unfair method of 

competition without some legal rationale and factual basis 

in the record, including proof of anticompetitive effect.57 

Should Standard Setting Bodies Adopt Strong, Clear 

Policies for Affirmative Disclosure of Patent Rights?

Rambus raises the pros and cons of a patent policy 

that mandates affirmative disclosure of patent rights. 

JEDEC chose to encourage, but not mandate, voluntary 

and early disclosure of known, essential patents.58 This 

approach reflects the standard setting body’s evaluation 

of technologies for standards consideration based purely 

on their technical merit and not on their degree of patent 

protection, or lack thereof.59 Moreover, the individuals 

who participate in the JEDEC standards committees are 

engineers, who may not be sufficiently knowledgeable 

about the patent portfolios of their respective employer 

companies.60 Finally, a mandatory disclosure policy might 

cause companies with patented technologies that could be 

considered for standardization to opt out of participating in 

the standard setting process, thereby defeating JEDEC’s goal 

of having “open standards.”61 

With respect to any patent rights that are deemed essential 

to the practice of an adopted standard, JEDEC chose to shift 

the focus from disclosure and avoidance of exclusionary 

intellectual property rights to obtaining commitments  to 

license on reasonable and nondiscriminatory terms (RAND), 

so as to ensure that any patent rights would not prevent 

a standard from being available to anyone who wants to 

practice it. JEDEC thus adopted clear policies and procedures 

relating to obtaining written, RAND assurances from any 

patent owner whose patented technology is to be included 

within a standard.62 If a patent owner refused to provide 

such an assurance, JEDEC could withdraw the standard.

Rambus has cast a lot of attention on how a standard setting 

body should deal with intellectual property rights that 

arise during the standard setting process. The answer, it 

would seem, is that there is no preferred or right approach. 

JEDEC’s approach makes a lot of practical sense because it 

confines the standard setting body to the issues that it is 

most expert in handling, i.e., collecting and evaluating all 

relevant technical information associated with a patented 

technology,63  collecting RAND assurances from patent 

owners,64  and withdrawing a standard if RAND assurances 

are not provided.65 It relieves the standard setting body 

from any responsibility for tasks that may be subject to 

inherent logistical problems, e.g., obtaining meaningful and 

complete patent disclosures from each engineer participant 

at each meeting with respect to large companies’ broad and 

sometimes divided technology base,66  tracking every patent 

that might possibly be relevant,67  and determining what a 

reasonable royalty rate should be.68 

Does the Commission Lack Jurisdiction Over a Complaint 

Merely Because It Raises Issues of Patent Scope and 

Essentiality?

Although the bulk of the Unocal decision is devoted to the 

applicability of Noerr-Pennington immunity, the issue of 

the Commission’s subject matter jurisdiction over actions 

involving “substantial questions of patent law” has more 

pertinence to the discussion here.69 It stands to reason 

that many alleged misuses and abuses of the standard 

setting process give rise to questions of patent scope and 

essentiality. For example, in Rambus the ALJ determined 

that JEDEC’s policy encouraging disclosure applied only to 

“essential” patents.70 To resolve the question of whether 

Rambus was obligated to disclose any patents or pending 

patent applications under JEDEC’s patent policy, the ALJ had 

to examine the scope of the claims.71 

Rambus thus arguably conflicts with Unocal on the issue 

of subject matter jurisdiction. Although the Federal Circuit 

had separately addressed claim scope in Infineon,72 it 

is not apparent from the ALJ’s decision that he would 

not have gotten to the issue on his own had the Federal 

Circuit not ruled. Moreover, the Commission’s enforcement 

activities in the standard setting arena would be greatly 

curtailed if it were to conclude that it did not have subject 

matter jurisdiction over administrative actions involving 

“substantial questions of patent law.”

It would seem, then, that the ALJ in Unocal has 

misapprehended the import of Section 1338(a), Title 28, 

which provides that “[t]he district courts shall have original 

jurisdiction of any civil action arising under any Act of 

Congress relating to patents[.]”73 The operative language 

of the statute is a “civil action.” Section 1338(a) plainly 

does not address jurisdiction of administrative actions or 

agency proceedings, such as Section 5 violations, involving 

patent issues.74 One would expect the Commission to 

have jurisdiction to adjudicate patent law issues as part 

of its congressional charter to proscribe “unfair methods 

of competition” under Section 5, just as the United 

States International Trade Commission has jurisdiction to 

adjudicate issues of patent validity and infringement as 

part of its congressional charter to exclude “unfair imports” 

under Section 337 of the Tariff Act of 1930.75 Otherwise, the 

Commission would be denied “jurisdiction to consider any 
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antitrust or unfair competition case that happens to require 

resolution of patent issues. This result would prohibit the 

Commission from reviewing conduct that would otherwise 

violate the Sherman Act and the other antitrust laws and 

would be contrary to Supreme Court precedent establishing 

that the FTC Act is at least as broad as these laws.”76 

Conclusion: Life After Dell

Rambus and Unocal, to a lesser degree, should signal to 

the Commission and to the private sector that there are 

still significant hurdles to be overcome before one can 

identify and prove a Section 5 violation based on a perceived 

subversion of the standard setting process. Indeed, the 1996 

Dell consent decree foreshadowed some of these problems.

For example, Appendix A to the Dell decree explained that 

“[t]he order should not be read to create a general rule that 

inadvertence in the standard-setting process provides a 

basis for enforcement action. Nor does this enforcement 

action contain a general suggestion that standard-setting 

bodies should impose a duty to disclose.”77 In retrospect, 

Dell has been the most clear-cut and easiest case of a 

violation of an affirmative duty to disclose.78 Most other 

perceived abuses of the standard setting process are not 

as clear-cut and easy to parse into antitrust law violations 

or acts of unfair competition. So Dell is an outlier and 

Rambus is more in the heartland. This reality should shape 

enforcement policy in this arena.

Appendix A to the Dell decree touted “the judicious use of 

Section 5” as “particularly appropriate in this type of case, 

in which the legal and economic theories are somewhat 

novel.”79 Rambus, however, would suggest the opposite 

conclusion—that a Section 5 violation is difficult to make 

if the legal theory is novel and in search of grounding; 

participants in the standard setting process might be better 

served by resorting to private litigation for redress.80 Indeed, 

this was the view expressed by then Commissioner Mary L. 

Azcuenaga in her dissent in Dell:

The complaint against Dell does not articulate 

a violation of Section 5 of the FTC Act under any 

established theory of law. Under any novel theory, 

the competitive implications of the conduct alleged 

remain unclear. As confirmed by the comments we 

have received, a host of questions needs to be resolved 

before the Commission creates a new antitrust-based 

duty of care for participants in the voluntary standards-

setting process.81 

Commissioner Azcuenaga expressed great doubt about how 

an erroneous certification of intellectual property rights 

could give rise to an antitrust violation. In her view, missing 

from the picture were any allegations of anticompetitive 

intent and anticompetitive effect.82 

As a consent decree with no precedential value,83 and as 

a complaint missing key allegations of anticompetitive 

intent and anticompetitive effect (at least in one former 

Commissioner’s view), Dell hardly provides a useful 

blueprint for a Section 5 enforcement action in the 

standard setting arena. The ALJ’s dismissal of the Rambus 

complaint would seem to confirm this conclusion, although 

the antitrust bar and the public must now await the 

Commission’s review of the decision. That said, Rambus also 

highlights an unresolved tension in the case law over the 

scope of Section 5 and the extent of the Commission’s ability 

to define and proscribe as “unfair methods of competition” 

certain novel, business practices that amount to incipient 

violations of antitrust law.
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